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Litigation Series -- Phonograph Cases : American Graphophone Co. v. 





This case concerned the basic sound recording and reproducing patents of Edison, Chichester A. Bell, and 
Charles S. Tainter. The record of an earlier case contesting these patents, American Graphophone 
Company v. Edison Phonograph Works, was entered into evidence. This earlier case contains testimony 
by Edison and his assistants regarding work on the phonograph in 1877-78 and 1886-88. Legal issues 
were also raised regarding arrangements made between the American Graphophone Co., the Edison 
Phonograph Works, and Jesse Lippincott's North American Phonograph Co. The following items have 
been filmed: 


From American Graphophone Company vy. United States Phonograph Company 
Edison's Testimony 
Defendants! Exhibits: Edison Caveat of March 8th, 1878 

From American Graphophone Company v. Edison Phonograph Works 
Amended Bill of Complaint 
Answer to Amended Bill 
Defendant's Testimony 
Defendant's Exhibits 


The plea to the amended bill of complaint can be found in New York Phonograph Co. v. National 
Phonograph Co., page 852. 
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£110/18/1895 Edison, Thomas Alva -- Legal Statements and Testimony 

(Tainter, Charles Sumner; Lambrigot, M) Books, periodicals, publications; Competition and market 
structure; Cylinder records 

£]01/09/1896 Edison, Thomas Alva -- Legal Statements and Testimony 

(Columbia Phonograph Co; Edison Speaking Phonograph Co) Sales and service, Research and 
development; Cylinder records 

f°] 03/08/1878 Edison, Thomas Alva -- Patents -- Caveats 

(Serrell, Harold; Serrell, Lemuel Wright) Cylinder phonograph; Recording apparatus (cylinder 
phonograph); Cylinder records 

£401/19/1895 American Graphophone Co v. Edison Phonograph Works -- Legal Pleadings 

(Tainter, Charles Sumner; Bell, Chichester A) Patent litigation; Patents; Cylinder phonograph 
(J07/27/1895 Edison Phonograph Works v. American Graphophone Co -- Legal Pleadings 

(Tainter, Charles Sumner; Bell, Chichester A) Patent litigation; Patents; Cylinder phonograph 
£]03/12/1896 Batchelor, Charles -- Legal Statements and Testimony 

(Kruesi, John; Edison, Thomas Alva) Patent litigation; Research and development; Cylinder phonograph 
{03/14/1896 Russell, Nathaniel E -- Legal Statements and Testimony 

(American Graphophone Co; North American Phonograph Co) Sales and service; Cylinder phonograph; 
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Recording apparatus (cylinder phonograph) 
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(Batchelor, Charles; Kruesi, John) Research and development; Cylinder phonograph 
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IN THE CIRCUIT COURT OF THE UNITED STATES, 
FOR THE DISTRICT OF NEW JERSHY. 

| American Graphaphone Compeny, ) In Equity. 

| -vs- don Patents No.341,214, 

United States Phonograph Com- imo. 341,288. 

’ i pany,and George E. Tewksbury. }itotion for Preliminary 

| }r 


njunection. 





Transcript of shorthand reports of arguments 

j taken on the above stated cause on a motion for a prelim- 

inary injunction, before the Hon. Andrew Kirkpatrick, 

i Judge of the said Court, at the United States Building, Me 
in the city of Newark, N.J., on Friday, the 27th day of 


| 

| May, 1898. | | 
i | 

} 

i} 


Philip Mauro, Esq., and S.0. Fdmonds, Esq., counsel 
| for the complainant. 
‘ |! Howard W. Hayes, Esq., and C.E. Mitchell, Esq., 


; counsel for the defendants. 


MR. MAURO: If the Court please-- 


' 
\ 
k MR. HAYES: Excuse me a moment. Will there 


be any objection to using simply one set of affi- | 


davits for the motion against both defendants? | | 


MR. MAURO: None whatever, of course. 


This is a motion for a preliminary injunction and 


i 
! from the facts and the situation as disclosed in the 
i 
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i papers on both sides a preliminary injunction follows, I 


think, as a matter of course. Therefore my principal 


duty will be to show your Honor whet the record contains, 


rather than to make any argument thereon. 


The defendants have filed a great many papers and 


some very long papers; if there be zmy in them any mat- 


ter which is fairly worthy of consiceration as a possible 


| 
I 
i 
| 
| : | matter of defence - end after diligently plodding through 
| the wilderness I don't think so - it is certeinly such as 


| | your Honor will reserve for consideration at the final 


hearing, meanvhile maintaining the status of this patent 


and assuming its validity upon the facts which we will | 
show you until the final hearins is reached. 
| There are two patents in this suit, but there is | 


only one that we urge on this motion,for the reason that rr 

















t is the only one which has been susteined after fincl 


| hearing. It is the patent of Hell & Tainter, granted on 


the 4th day of “ay, 1886, and now in the twelfth year of 
its existence, and with such a history hehind it as will 
| commend it to your Honor's highest consideration. It is 


@ patent for the art of makince durable records of speech 


| 

and other sounds and for the means of reproducing those 

| records, rendering them audible again when desired. 
Iverybedy knows the phonograph invented by Ir. Hdi- 

son soxmxankxx in 1877,and the career which that interesting 


" ; instrument had is a matter of common notoriety and public 








| history. lr, Edison attempted to make records of sound, 
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end dic within cértain limits make what epproximeted 
records of sound upon plizble ratericl such as tin foil 
| oF paper saturated with wex or other plieble strips and 


his theory,which was a perfectly true theory, was 





if you could cause a material, sufficient yielding and 


| pliable, to be acted upon by a point etteched to a dia- 


phragm similar to a telephone diaphragm,if that material be 


| sufficiently vielding to be moulded or indented or em- 


| bossed, following all the minute vibrations of that point 








when movines in response to sound waveSyou would obtain in | 


| thet yielding strip a record, a copy, of the vibrations | 


| which the point performed. The career of that instru- 


4 BEB I say, is well kmowm; it reached its ultimate de- H 
iT | 
Li | velopement in 1878; a number of machines, adapted to make | 





| records by indentation upon tin foil, which was the best \ 








terial which could be used in thet operation, were made 
jand they were exhibited and created consicerable inter- ! 
pest, and awakened great expectations which were evidently 
‘predicated at that time on the idea that the instrument 
would be brought to the point of rerfection so as to be 


‘capable of practical use, That however wes not realized 
i 


iby lr. Edison's invention; it was not realized then,it has 


‘not been realized since, for the simple reason that it is 


; pot possible to find eny materiel so yielding that it 





twill receive en exact imprint of all the complex and ex- 
f 





. iceedingly m 
} j 


ute vibrations of the stylus, and at the same 


itime so rigid thet it can be used again in order ‘to ac- 
i 
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tuate another stylus and reproduce the sounds. 

I have proceeded somewhat upon the supposition that 

general way with 

your Honor is familiar at least ina ,°he principles of 
this sound recording instrument, but perhaps I ought max 
to say just one word or two of explanation with reference 
to that, becouse the science end the xxx physics of the 
case are very simple and easily understood. 

It is well known that the phenomena of sound is due 
to vibrations within certain limits of ranicity,which de- 
termine the pitch of the sound, and within certain limits 
of amplitude, that amplitude being, about, an average of 
500 to an inch,~ahout thethiclmess of 2 thin sheet of 
paper,-and that en air particle vibratine anywhere above 

sufficient 
16 vibrations a second and with weode conplitude will pro- 
duce the phenomena of sound of « given pitch and a given 


loudness corresponding to the rapidity and the amplitude 


of the vibration. It is also well Imowm that sounds dif- 


fer from each other not only in pitch and loudness, hut in 


another very essential particular which we call “guolity? 
thet is, that hich distinguishes one word from another, 

the tone of onc person's voice from another, the tone of 
one instrument from another, end that peculiar character- 
istic, or"quality, "the third charectcristic of sound, is 

due to the mamner in which the air particle performs that 
very smell vibration. If it simply swings. © beck and 


forth like -a pendulum it produces a sound having pitch 


| 
| 
| 


and loudness, but not having quality. The vibraticc may be 
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performed in as many different ways as there are differ- 
ent sounds of which the human ear can take note, Conse- 
| quently the problem, in meking a record of sounds, was to 
| get appliances that would be capable of preserving an ex- 
} act copy of that microscopical performanre of the air par- 
: ticles, a problem the like of which was never before pre- | 
sented in mechenics, and the instrument that does that I 
| do not hesitate to say is the most marvelous achievement 
{ of pure mechanics; because there is nothing electrical 
i about it, there is nothing chemical about it, it is purely | 
| | BSNERBSERuXxERKKINXXDMK and simply a mechanical device,eénd 
| that is what the successful talking machine aves: 


! With that understanding of the matter it is very 





easy to see, and I need not fo into that, that it would be 


| impossible to make perfect records of sound by indenting 
| a yielding material; but if the records are made there 

| are other difficulties to be overcome. A sheet of tin 
" | foil, wrapped on a cylinder, having a record impressed | 
upon it, could not be taken off the cylinder, because in 
| so doing the indentations would be distorted, and when 


it was desired to reproduce the sound it had to be done 


on the same machine. For this and other reasons Mr. Edi- 


son, having turned his attention in 1878, to the develop- 


ment of the electric light, left the phonograph where it 


was then, end for a period of seven years nobody appeared 


4 i with sufficient genius to solve the problem which he left 
' were the 


a 


| 
| 
unsolved. Those seven years of famine in the art,and they wer: 


C 
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| followed .by seven years,and more than seven years ,of 


sveat plenty 


> for in 1886 the patent of Rell & Tai 


inter 
| was issued as the result of the joint work of those two 
| 


inventors carried on in Yashington for a number of years 


i 
, 6t the Volta 
| ed by Alexander Graham Bell, umixkkixxamem 22d it be- 
| came one of the offsprings of the telephone, and next to 
{ the telephone the acoustical instrument of the grentest 


value we have at this day. 


I am not foing minutely inte the details of this in- 
vention, as that is not necessary for the purposes of this 
' case. The infringement here includes only one element of 


the system, anc that is the central element of all, to wit 


the S0und record, Guch a thing as a sound record had no 





| commercial existence, in fact there 
| all until this patent ; 
| 


essential characteristic of the Bell & 


wes no such thing at 





it to the world. The main ond 





ninter invention 


|Which distinguishes it from everything which had gone be- 


fore is, that instead of trying to impose the movement of 
i 
\a stylus upon a sheet of pliable material they resorted 
4 
\to the method of en; 


jrecord in a solié material, 


i 
i 





avine, cutting out and engraving a 


They therefore produced as 


ithe result of their invention a sound record, of which I 


nave one in my hand, vhich is not only.a distinct article 


inasmuch as it is characterized by the presence of engprav- 
ed records of sound in its surface,but, more than that, 
iit is an article of commerce, it is an article which can 








habratory Association, which was found- 





























be and is manufactured, solé and used by .the thousands, 

as Cistinguished from whet prior experimenters had tried 

to make, indentations upon a pliable strip, So thet for the, 
first time in the history of the world such a thing asa | 
sound record came into existence in the year 1886, 2 
little over twelve years ago, If your Honor will look at 
that (Handing complainant's sound record to the court) 
and look very closely, I think you will he able to see a 
hair like groove; it is less than one hundredth part of 


an inch wit 


and of an average depth of not creater than a 





five hundredth part of an inch. 





COUR@: Going eround this wey (Incicating)? 
MR. MAURO: Going entirely around. i 
THD cOUnT: It looks as though a very fine screw 


had fone around there. 





That is what it is, it is a helix,begin=- | 
ning et one end and going entirely to the other. 


THE coURT: I see it. 





. MAURO: That is as it is made by the engraving | 

sound recorder of the craphaphone, or phonosranh,the names 

are used indifferently and apply “ to the same mechanism. 
In that surfece of wax like material has been cut 


out a groove of varying depth, the various irregularities 





correspond. exactly to the sound waves which beat upon 
the diaphragm during the time this particular record was 
made, end that is such a faithful end accurate copy, such 
a perfect reproduction of the movements of the air parti- 


afc 


| 
a co 
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i cles that when that same record is put into the sane machine) 
or enother machine, and a small stylus, with a blunt point 


this time, is allowed to rest upon it so as to be in con- 


tact with it, that stylus will be forced to copy all the 


motions that the cutting stylus performed in meking that 





record, so that the air receives corresponding vibrations 


ant the same sounds will be heard. 


That new device is covered hy this patent as your 





| Honor will see by turning to the specification following 
| 





page 34 of our record. I need not go into the descrip- 


tion,but I will go at once to the claims, If your Honor 


| 
| 
| 
| 


will turn to pase 6 of the specifications-- I am not soing 


i 
i we 
| | to dwell upon that hecause there is no controversy about. i 
i ' 
i | j 
I) | the nature of the invention -- and look at the seventh \ | 
| I | 
| | claim,which is the first of the claims involved in this H j 
i ow 


ae | litigation, you will see that it says: 

"A sound record consistinrs of a teblet or other solid 

at | body having its surface cut or engraved with ea number of 
i lines of variable cross section, the irregularities or 

| variations corresponding in form to sound waves,substan- 

i | tially as’ described". 


That claim is so clear that I think no explanation 


| of it is needed. i 


| "8. - A sound record consisting of a tablet or solid 
> body having its surface cut or engraved with a number of 
| lines of variable cross section, the irregularities or 

| variations corresponding in form to sound waves,substan- 

| tially as described." | 





In claim 10, we have 'a more specific claim,but all 





these claims at this late day still represent the device 


se | used for recording and repréducine speech. 





\ . agi 
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"10. The sound or speech record cut or engraved in 
wex or a wax like composition". 


It has teen found that only substences which par= 
take 77 the nature of wax in being readily cut away and 
offering slight resistence to the motion of the stylus were 
available in making proper sound records. 

Now we ¢o0 to claim 17. 


"17. The sound record in the form of an irregular 
grrove with sloping walls cut in solid material". 


That slopingwell has this importence -- 
THh “OUPT: What is that on here (Referring to com- 
plainant's sound record)? 

MR. MAURO: It is that which you cannot see, but it 
would look like this (Illustrating) the record is dowm at 
the bottom of that grrove. 

The object of the sloping wall is that in the use 


of the reproducing stylus it would be difficult to keep 





that in engazement with such a fine froove, without it, but 
the fact that this groove has sloping walls, and that 
the matericl is hard and resisting, accomplishes that end. 
There(Indicating) is the stylus which is simply allowed 
to drop into that sroove; that strikes dow here (Indi- 
cating) and comes in contact with the sound record,and 
the sloping walls keep it in contact with it. So that 
pewliar feature hasuthat utility. 

This invention came very prominently into use,and 
we now enter upon the history of the patent. For a 


period of five or six years it was one of complete acquies- 


cence. This invention took the world by surprise. [r. 
=9~ ; 
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{ to record and reproduce sounds; 
| Edison had given up for seven years, his attempt} the 


art was absolutely stempnant, no one had attempted to carry | 
it forward to a point of commercial utility, so that when 
this invention did come out the public were entirely un- | 
prepared for it. Shortly after that tir. Fdison again | 
z | turned his attention to the subject of vhonographs, adopt- 


4 ed the invention of Bell & Tainter, made a creat many im- | 


provements upon it, and went into the business of manu- i 


facturing these devices under the name of the"phonograph," | 


while the American Craphaphone Company, the owmers of the | 


patent, were also manufacturing the same instrument prac- 


tically under the name of"sraphaphones." An arrangement 1 





was made whereby the Edison Phonograph Company bec«me 


i 
| 
| licensed to manufacture these instruments and sound rec- ) 
\ 


ords, and that business arrangement ran alone for a period 


' | OF two or three years until by improvident management 
| it came to commercial disaster. Shen followed a period 


| of considerable trial for those who had invested their 


means in these enterprizes, and a period of considerable 
i; doubt; ir. Lippincott, the man who had underteken to 
\ finance this arrangement, became insane and finally died. | 


i Then tr. Edison continued to manufacture for awhile,out- \ 
2 1 that 

| side of the patent. We nett ats license had terminated, 
| he held it had not, and that gave rise to great litisa- 

















j tion in this Circuit, the records of which are in this 
i P 
. i court, and which was begun I think, in the Spring of 1894, 


&, | and terminated in December ,1896. tr. Fdison defended 1 





~10- . | 


i 
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first on the ground of license, that the license which I | 
spoke about was still in force. That came up before Judga 
Acheson, and was @isposed of, he holding with the com- 

plainant, that the license had terminated. Mr. Edison 

also defended on the validity of the patents, in fact he 
put in every possible defence that could be presented, to 
these patents, and the bulk of his defence was, of course 
his ow prior work, I say "of course", because it is a | 
matter that everybody knows that the prior work in those 
fields, whatever was done in those fields, before Bell 

& Tainter, was done by Mr. Edison. He was the only one 


who ever did any serious work in this direction,and what- 


ever may be said to the contrary it will be I think con- | 
ceded by everybody that this art as it exists today and as 
the public now have it and use it, is the result of the 


work of Mr. Fdison and of the Graphaphone Compeny. Those 


two interests, and nobody else, have contributed every- 
thing to it. This case, on the merits, came to hearing be- 


fore your Honor's lamented predecessor,the late Judge Green 
= \ 


in December ,1896. It was argued for two days before him, 
He died before «ke decision was rendered,and while we were 
endeavoring to get another Judge to teke the case up, ne- 
gotiations were opened between the parties for an amicable 
settlement of the matter, whereby lr. Rdison might obtain 
his license again and go on with the manufacture,and those 
negotiations were carried successfully through. Mr. Edison 
submitted to a decree in the case, which was entered in | 
} 


December, by consent. He took a license under the patent i 
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| i 2 I s a th been operating as the licensee oF 
, the complainant under this patent. So that with the 

interruption I speak of during the years thet this antago- | 

| nistic situation was brought about, more by the force of 


circumstances than by any deliberate disposition on the 


part of "Ir. Idison to question the validity of this pat- | 


ent, there has been an uninterrupted acquiescence in the 





} 

| 

! 

| 

i 

| 

h | | validity of this grant. I ought to say in relation to 

| the New Jersey litization that we not only sued the Idi- 

| ' son Phonograph Company, but also a number of persons who 

H were dealers in atti users of his product. Tor instance we 
| sued this very concern,the United States Phonograph Con= 

! pany. There was a suit against them and apainst Veloutt | a 


& Leeds, in New York; against the Ohio and the New England | 


Phonograph Companies jin fact we brought in everyone who was | 
i | in any way co-operating with the Ndison Phonograph Works H ul 
| in manufacturing, selling and using, talking machines and 
| appliances of that nature. Of course that settlement *% | 
with “rr. [dison settled for all his customers and dealers, | | 


and the other suits xxx amongst them the suit against 1 | 


this company, were discontinued. 


In 1896, a suit was brought in Chicago against one 


Fdward EH, Amet, for the manufacture of a talking machine, 


and that is one of. the adjudications which we have put in 
the record, He made a machine for reproducing sound from ® 
| sound records, and he necessarily used the sound records Hl 


:. : | which he got from us, or somebody else, it makes no dif- 



































| ference, as part of his apparatus. We sued him on a com 
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bination that embraced the sound record ar a the repro- 
. dneing device, and Judge Crcesscup sustained the claim 
for that combination,holding that Amet had infringed the 
patent, although he did not manufacture the sound record 


, | himself, but on the well established principle of contri- 


; butory infringement, and made a decision which logically 
sustained the xakiiyk validity of the sound record claim. 

This big New Jersey record which had been made here | 
by the industry of Mr. Ndison's counsel, and in which event 
thing knovm to the case was embraced, was an open book, 


| known to everyone and was an arsenal out of which every in- 


fringer could and did draw everything that was desireable 





£ 


{ 
for his: defense. Amet introduced an exact copy of the 
i 


| answer in the lew Jersey case, the Edison Phonograph Com- | 





i 
pany answer, and these present defendants in this present i | | 
« | Case have another exact copy of that answer, There has | 
| not been a new thing brought to light in all these years 
and that is because the investigation then made was so « 


thorough and complete. So that “Ir. Amet having a copy of 


this answer and this record put in this well lmow [di- 
-j, son defence, put in the British patents of 1878 and the 
| Edison United States patent and a great many other pat- 
‘| | ents,and they were all considered by Judge Crosscup in 
| 1 that suit. . i 
‘| f After the Amet decision came cases in New York | 
i | against Walcutt & Leeds, and that introduces us to the 
I ¢ |. special and particular kind of infringement that is involv | 


| ed in this case. F 
| -13- : \ 
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| a recording stylus,resting on a blank cyllinder and those 





These sound records, as your Honor knows, are used 
very extensively for purnoses of entertainment, The 
machines are not only used for commercial purposes, but 
principally used now for purposes of entertainment,and 
the sound record itself isan” article which is made 
to the number of 25,000 a day, or some such number as 
that. Those records are made by having, say, a band 
which gets together in front of the phonograph and plays 
into it; if the band is an expensive one, Sousa's band for 
instance, it costs a good deal to mke a sound record in 
that way, and that has led to the developement of what 
are knowm as"duplicate "sound records. The records made 
in the way I have described are called original, they are 
the result of the normal application of the graphaphone 


or phonograph,and those oririnals are used as masters from 





which other engraved records are made by copyine,and they 


are made on what are inown as "duplicating machines” I 


need not fo into a description of those, because they are 
not involved, but the general ideais this:- Here we have 
a eylisiaer* with ea record on it made in the ordinary way; 
we put another shaft alongside of it having a blank cyl- 

linder upon it, and by a very simple mechanical device 


which has on one end a reproducing stylus,and on the other 


two being made to move an exact copy of the master is pro- 
duced on the’ blank cyllinder, and that becomes a dupli- 
cate record in every respect like the original. It is the j 
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same thins, although made in a different way. Conse- | 


: | 
quently there are two kind of sound records, which are the) 


i 


| same in their characteristics, the same article,but pro- 


duced in different ways. Ve want to draw a distinction | 


1 there becattse in selling these machines and in selling 


blank records, the complainant and its licensees gives 


i 
| 
] 
| everybody who buys a machine the right to make sound rec- \ 
i | 
i 
i 


ords. Everyone purchasing this instrument of the com- 
| plainant or its licensees has a perfect right to make sound) 
i records, and, of course, after making them, he can sell 
| them; they are his. But, having made a sound record,or 
} bought one, he manifestly has no right to make a copy of 


thet any more than the purchaser of a copyrighted book | 


would have the right to multiply copies of it,because he 


happenedto own a printing press. Therefore while the 





| original sound record can be made by anyone without re- | 


striction,duplicate sound records made by appliances out- 
without the 

; side of the patents and authority of the comlcinant are 

| 


| infringements. | 


That question has been thoroughly settled in the 
that 
previous litigetion,and ,is @ proposition which I think 


iwill not be dissented from by my friends on the otha~ 


sige. fo that the charge of infringement in this case 


consists of the manufacture of duplicete sound records,end 


it is showm and not denied that the defendants have quite 
ja large number of machines which they keep in operation, 


. > ry ' 
jand by which they turn out duplicate sound records, end 
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sell them, and that constitutes the infringement. - Of 


course your Honor will see the great advantage of that,for | 
these records can be multiplied very cheaply. 
TEE cOUDT: Is that the gravamen of the charge in 


the bill, that they duplicate the sound records? 





The manufacture of cuplicate sound rec- 
ords; of course the charge is the manufacture of sound 
records, we do not charge them with any infringement in 
the manufacture of originals, because it is the perfect 
right of anyone owing a machine to do that. 


: They heve the right to make originals; 





they can obtain the blanks and make sound records in that 
way and sell then. 


‘As many as they please. 





But the claim is they cannot transfer 


the sound records from an original to--- \ 
5 i) 


MR. MAURO: To a blank. The legal reason for that | 


is quite clear, that in one case there is an implied licen 
se which a person obtains by the purchase of a patented 
machine, to use it and dispose of the product as he prleas- 
es, that goes with the machine,but it stops ‘here. These 
things are now the product of this machine. 

THE COURT: That duplicete is made on the same ma- 
chine. 


MAURO: No the original is made on thet mechine, 





but the duplicate is made on the duplicating machine, 


Of course it is immaterial how they are made, if they are 
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made with a chisel or toothpick,if that were possible. 
THE COUT: I understand. 


Im, MAURO: Unless they have the right to do it. 





Tur Cou I only wanted to see if I understood it 





as we go alonr, and I think I understand it now. 
TR. MAURO: I am very glad indeed to heve your Honor 
ask questions, because I am very apt to assume too much. 
THE cOUPT: It is very plain, but I didn't know if I 
exactly understood t, and thought I would make sure. 


York 


2 


IR, MAURO: The Valecutt & Leeds concern of New 





had been for sometime engaged in the phonograph business; 
they carried on for a long time the business of usin the 
Idison machine,and the suit against them was discontinued 
at the time of the settlement with lr, Ndison. But in 
1896, they began this special manufacture of ‘“Guplicate 
sound records. A suit was brought arainst them in that 
year, it came to a finel hearin before Judyse “heeler in 
December ,1897, and there were a number of defences made 
in that case. I am.a little particular in stating the 
prior adjudicatioms because my friends on the other side 
have criticised the defences put up in those cases, and 
intimated they were not defended as well as they might 


have been. I will say however in regard to the Amet 


case that it was defended by a patent lawyer who is recog4 


nized I think as the peer of almost enyone in the country, 


and he put up a defence I must say - I was there - of very, 


great vigor. As to the Walcutt case that followed the 
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1 Amet. cas@,, there was not so much made of the Hdison de- 
| fence as hed been made in prior cases, but the same de- 
fence was put in. Thet is the only defence that has been 
| 
| patents were put in,and as much made of them as the coun- 
sel for the defendant deemed materiul. All however that 
| your Honor wants to know for the purpose of determining 
| this motion is that that defence was before the court in 
| @ prior case, and it was so in that case. Judge Wheeler 
in both those cases, one against Walcutt and one against 
1 Walcutt & Leeds, sustained the patent. He held in tke 
H Walcutt “ Leeds case thet duplicate sound records were an 
infringemeht end the fact that 2 person owned a phono- 
| @raph--thet propesition was advanced there - and had a 
right to use it in making originals did not authorize him 
to make duplicates by coupling two machines together,end 
that the ownership of a phonograph did not sive one the right 
| to manufacture duplicate sound records, That was the 
Walcutt & Leeds case, 

This class of infringements became very general, 
because these sound records are put on the market by 
the thousand,it is very easy to make duplicating machines 
and operate them in an attic or a cellar and turn out 
i these things, and when they are once turned out,it takes 
| an expert to determine whether they are originals or dupli 
| cates, to begin with: end even if it is found it isa 
| dupiiteste,it it is a food covy, it is very hard to tell 
Trom that made hy complainant. 


that kind of infringement began to be rather 


hit 












































used in any case; the British patents and the United States, 


| 
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popular, and two concerns in Chicago, the Western Phona- 
sreph Conpany, and a man by the name of Jones, started 
to infringe by menufacturing duplicate sound records end 
that matter came before his Honor, Judge Grosscup, in 
April of this year,and his opinion was then filed, in 
which he comments on these claims, 7,8,10,17 and 18, 
which I read to your Honor, and discusses the matter or 
duplicates and originals, and as to the prior litigation 


he says: 


"In American Graphaphone Company vs, Amet, the Cireuit, 


Court for this district sustained those claims of the pat- 
ent comprehending a combination, vpon grounds that logi- 
eally involved the validity of the sound record, as an ar- 
ticle of manufacture". 

"In the subsequent case of ‘merican Traphaphone 


a 


|} Company vs. Boswell--" 


I forgot to mention that case, but Judge Grosscup 


spéaks of it. 


"the Circuit Court for this district on ea motion 
for preliminary injunction sustained the sound record 
claims, The Circuit Court r the Southern District of 
New York, in the case of the American Praphaphone Company 
vs. Cleveland Walcutt, et al, specifically sustained 
claims 7,8, 10, 17 anc 18, all relating to the sound rec- 









; Ord as an article of manufacture. This case is not there=- 
fore open upon the question of the validity of these claims. 


We show in our main papers that the Boswell case 
also hed this Edison defence in it, the only thing that 
has ever been brought ageinst us that was worthy of ser- 
ious consideration. 

In December of last year - and now we are coming 
close to the present defendants, just prior to Judge 
Wheeler's decision against Walcutt & Leeds, that concern, 


which was a firm, incorporated itself, became a corpora- 
=jQ= 
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puaconbe for a preliminary injunction against a corpora- 























i 
| directions and go on with the infringement. Of course he | 











tion under the laws of this state doing business in 7 | 





York City, and tr. Tewksbury, the principal one of the | 


present defendants, and the active manager of the United 





State Company, 1 


mself being an individual defendant, hbe- 


came the largest ovmer of that concern of * 





cutt & Leeds, 
Limited, as it was celled. ‘“e discovered in the course 
of proceedings subsequent to Judge “heeler's decree, that | 
Waleutt & Leeds were continuing the same infringement for 
which they had been enjoined and after a little investi- 
gation we found that they were continuing it not as a | 
firm, as they had been doing it before, but as @ corpora- 
tion,and the suggestion was made, preposterous as it would 
seem, that es they were doing it es a corporation Tr, Val- 
cutt was under tihe control of the dominatinginterest in 
\ 
the compeny, %ir. Tewksbury, who ovmed the larger portion 
of the stock in the compamy, and he was obliged to obey 
the dictation of the three directors, the three straw / 
difectors, he and his partner Leeds being only two, and 


therefore in the minority, he was obliged to obey their 


was doing it very reluctantly end unwillingly. But that 


did not find any favor with the Court, and ‘ir. leutt | 





was penalized for contempt in a subsequent opinion by 
Judge Wheeler, which is also in our movins papers, and 


which discusses at sreater length some of the questions 





in the litigation. That matter came up before Judge 
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| tion, the major portion of which was ovmed end controlled 
by the present defendant. Without contending that that 
really makes ‘'r, Tevksbury x2 privy to the New York Liti- 


eation,so that he would be absolutely bound and conclud- 


ed by the judgment there, which is a question we need not 
concern ourselves with here, there is no doubt whatever 

| under the authorities that that shows such identity or 

i community of interests between that concern and this. one 
| that the Court here will carry out and make effective in \ 
| | this Circuit the injunction which has been cranted arceinst | 
| | that concern in New York; for Judge Lacombe granted a pire- 


H ) liminary injunction a 





nst Waleutt & Leeds, Limited. | 





We did not serve ‘ir. Tewksbury in that case, because he 
} C | was not then within the district,but he received notice, ! | 
| | as he says, by mail. That being the situation the ques- | i 
' | tion that seems to me of greet interest and one of first | 
} 
i) 


importance for your Honor to reach a conclusion upon is, 


what is open for consideration at this stage on an appli- 
| cation for a preliminary tyne von” Manifestly the door 
| 4s closed to a creat many things, is it open to anythins, 


and if so, what? 


} 

{ 

1 

| 

| | The well established principle in all these cases 
is that when a patent which has been duly granted, when 

| the presumption of its validity is reinforced by long ac- 

quiescence on the part of those who were interested in the 
matter, or by prior adjudication, the question of. the 

| 


validity of that patent is simply not open on an appli- 
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cation for a preliminary injunction except for the con-= 
sideration of a new defence, and then it will aveil the 
defendant only in case that defence appears +6 be so 
forcible that the Court concludes xxx it would have led 
the Court in the pricr case to a different conclusion had 
it been there, Your Honor has so lately stated and ap- 
plied that rule that I do not feel J ought to consume any 
time in discussing it. 

Then in addition to thet we have the further rule 
which your Honor has also had vewantn katt to apply,and 
that is that where there are such relations as existed 
and are shown between the defendants here and the defend- 


ants in New York,the presumption is so much stronper. 


THE COURT: Theat was the Indurated Fibre case? 


id 


Yes, the Indurated Fibre case. 





4 


THE COUR I might venture to say here that in- 
junction was dissolved by the Court of \ppeals. 

IR. MAURO: But I am confident the principle was 
not questioned. But::there may have been reasons which 
applied to that particular case. 

only 

But what is this present attack on. the. patent; The,e 
barassment we feel in dealings with that question arises 
from the difficulty in hunting through the lerge mass of 
matter which the industry of a large number of counsel has 
brought into this case, in order to find whether there is 
anything which it would be proper for the Court to consider 


at this time. Manifestly if it is to be found at all it 
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will be in the expert affidavits of which there is but 
one, that of Mr. Vansize. I em not going to anticipate 


what the other side may have to say about that 


but I 
only want to call the attention of the Sourt and of my 


brother Mitchell, who is to follow me, t6 this fact, that 


the affidavit is made up entirely from clippings out of the| 


New Jersey record, that it presents nothing but the 
threadbare Fdison defence which has been used in all 
these prior Shaan more or less amplitude, but always 
the same defence,and although it refers incidentally for 
instance to a patent of Reynolds and the mere vis- 
ionary ideas of a Trenchman which never came to anythins, 
they ere not refcrred to as the basis of an attack on the 
validity of this patent,but simply as a. exitmr reinforce- 
ment of the Idison defence, Wherever Vansize. expresses 
an opinion it is based upon that defence, Then we have a 
very long and very interesting affidavit from my brother 
Driscoll. ‘<r. Driscoll has written a review,—not entirely 


fair, I think, and cheracterized not only by what he has 


said, but by many things 





which have been judiciously om- 
mittedj-a review of the whole prior litigation, which 
will perhaps lead your Honor to the opinion that the de- 
fendants in those cases made a mistake in not employing 
brother Driscoll, He says that the Edison defence has 


not been introduced with that degree of amplitude in some 


of these cases that he would consider desirable . -Hut the 


fact remains that the defence was there; it was urged, it 


| 
\ 


if 
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| was considered, and your Honor will certainly aveil your- 


sel? of the rule to save labor which is not imposed upon 


you at this time of reviewing that same matter over again | 


and will assume that the conclusions 
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(Frosscup in several cases, by Judge “Wheeler in two, and 
by Judge Lacombe who followed him in the Valeutt & Leeds 
case, ere correct,until the contrary is clearly shovn by | 
| proof on final hearing. For this reason relying on the 


strength of our position in this respect we have not at- 


tempted to make any discussion of these matters. rf it 
care of | 
seems to be necessary I feel quite competent to take Tr. 
“ 


VanCise's affidavit in my closing argument,and to make such) 
_ analysis o? it as may be necessary to show that there 
\ is nothing in it. It is enough to say now that there is | 


| nowhere in it from beginning to end,and there cxmnot be 





> } 
ved record of soum) 








Pound anywhere,a statement that an ens 


which is the soul of this business, was ever made, or that 


anyone ever ettempted to make it, prior to the date of the 


Bell & Tainter patent. I cofurther then that and say that | 
j such a thing as a sound record-- and when we speak of a | 


thing in the sense of patent law, we speak of a thing that 


is capable of use, that is a complete thing - of any 


sort capable of any use whatsoever did not exist on earth 


“| until it was produced by these inventors’ xxxxxk; That 
being a true history it cannot be o®scured even by the 


e ag of words that the defendants have poured into this 
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case, and which I think, if it serves any purpose at all, 


will defeat the object they have in view by making it all 
the more apparent to your Honor that this is a case for 


the application of the rule that the authorities lay dow. 


In the division of labor between myself and my bro- 
ther Edmonds, there are one or two topics which he will 


discuss before your Honor very briefly. 
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Argument of 5.0. Edmunds, Esq., on behalf of 
the plaintiff. 
MR. EDMUNDS: If your Honor please, Mr. Mauro's 
opening has been quite full, and I feel there is very 


little to add to it. However there are one or two minor 


ing the argument in order that the defendants may,if they 
see fit, reply; we have no desire to deprive them of as 
full a reply as they deem necessary, Before taking up the 
main topics which I propose to present to your Honor,I 
wish to refer briefly to the fact that the defendant's du- 
plicate sound record which we complain of here is exactly 
the same as that involved in the previous case ageinst 
Walcutt & Leeds. Your Honor has seen them both and I 
believe will be unable to distinguish them apart. They 
are necessarily the same, as your Honor will realize when 
I say that. they are all designed for use interchangeably 


upon either a phonograph or graphophone; in order that 


; that may be done they must necessarily be the same not 


only in their physucal cheracteristics as regards the gen- 
eral shape of the blank, but also in the varying depth of 
the groove and the relation of one groove to theadjacent 

grooves. Placing these (producing two sound records) side 
by side,one the defendant's sound record in this case,end 
the other bLhe defendant's sound record in the Walcutt and 
Leeds case, your Honor will see it is almost impossible 


, to distinguish them apart: The only way to distinguish 
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| considerations which should be presented to the Court dur 
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| them a&&eetivetx would be to put them on a machine, xtfand 
see if they play there different airs, I allude to that 
at this moment, because we submit as a proposition of law 
thet th¥ss defendants cannot be heard upon the suggestion 
that they do not infringe until they first convince the 
| | Court that they have done something different in this case | 
from that which the defendant did in that. The defendants 


| seem to have proceeded upon a somewhat threadbare theory | 





that your Honor will deny this motion in the face of the 


| 
| most potent reasons for granting it, if by an accumulation 
i 


of affidavits, if by printing of zmkummx an enormous defence 


record book,they can raise so many topics as to cloud the | 


f 


real issue. There is very little in the many affidavits 


filed by the defendants which is germasn to the case. One 

















| thing, which perhaps anticipates an argument to be made\by | 


q 





| the defendants, concerns the diligence which the complainant, 
) has observed in coming before your Fonor for this relief. | 
| They allege that the complainant has had knowledge of the | / 
defendant's infringing operations for something like the 


last three years, That fact is not 





\ . ‘ | 
|| appears in two of the affidevits that these defendants were! 











dupliceting in the Spring of 1895, and thet that fact was 
generally known in the trade; just how it became known is 
not stated, nor do these affidavits which I have now in 

| mind seek to fasten on the Te. wstitiaitar of this 


fact. That being true and the defendants realizing as 


QO 


they must have done thet without fastening that knowledge 
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“f [ MR. EDMONDS: The defendants have no less than five 


on the complainent there could be no reasonable ground for 


alleging the complainants were in latches, 2 further affi- | 


) 


davit was produced, attempting to fix thet kmowledge on 
the complainant, ac Fhat is the affidavit of Tewksbury. (cr, 
Tewksbury saystthat there has been no secret about that 
branch of their business, excepting as to the mechanism it- 
self and " the Graphaphone Company has been fully informed 
since the latter part of 1894,of the class of goods we werd 
making,and the means employed". Your Honor will notice 
the @vasiveness of the languase ‘Ir. Tewksbury employs,and 
test characterizes the entire effidavit. Nowhere in his 
affidavit does he show unequivocally that the American 
Graphephone company mew thet the United States Phonograph 
Companyy was making and selling duplicate sound records. 
A number of letters are produced Ei there is absolutely 
nothing in any one or the “hole lot collectively at all 
inconsistent with absolute isnorance on the part of the com 
plainant of any infringing operations on the part of the | 
defendants in this particular direction . 

I have just @ word to add to that proposition and ‘that | 
is contained in an affidavit which I have.offered *to serve, 
put which my friends have refused to receive; if your 
Honor should seaue ee affidavits are not properly fil- 
ed, we os ROKK Abed tu withdraw them. 

MR. HAYES: I desire to enter a formal objection 


to your Honor,to the putting in of affidavits on the 


part of the moving party, et this stage of the case. 








fino cae sens ced La” 


me i 


fy aes 


cS SGA See SST 


4 


"1 Raymond R, Wile 









times asked favors of one kind and another; we have been 
served piecemeal with their affidavits, the last of them 
reached us late the day before yesterday, sed They 2 are not 
in a position to criticise our filing the effidavits when 


! nee only. 
we submit but two presented to this one point, xkisy, isa 


question of fact; at any rate I submit your Honor should 
hear them and strike them out later on if it is concluded 


they are not properly filed. 











THE COURT: Do they set up any new matter which re- 
quires an answer? | 


MR. MITCHELL: We have not seen then. 


offered to serve then, 





the hearing the complainant would have the right to an 

adjournment and to take depositions in reference to new 
matters appeering therein; in this case that is not it,it 
is simply an effort to bolster up their original case, as 


I understand. 








MR. EDMONDS: Have you read them? 

MR. HAYES: No. 

“R. EDMONDS: Suppose you let me read them before 
you judge of their contents? 

MR. HAYES: I renew my objection. 

TYE COURT: I understand they relate to answers 


to some matters of fact set up by the defence which they 


| 
have not really, on account of the delays of the defendants i| 


MR. EDMONDS: Absolutely nothing whatever. We have 


IR, HAYES: I object to their use. Of course if a | 
| 


defending affidavit sets up entirely new matter just before 


ee 
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| themselves, had an opportunity to answer.. I think I will | 


let them be read. 


IR. EWZ0NDS: This is an affidavit by lr. ‘Tauro,the com> 


plainent's counsel, in which he says: 


‘ \ "I have this morning seen for the first tasee the affi- | 
davit of the defendant Tewksbury herein. In that affidavit 
| occurs the following : 
'The Graphephone Company has been fully informed at ali | 


times since the latter part of 1894, of the class of goods | 
we were making,and the means employed’. 





the defendents were manufacturing duplicate sound records at 
j 
| 


the time stated, the statement is undoubtedly untrue. The 


active managers of the Graphaphone Company at that time | 


were E.D. Naston, R.F. Cromelin, and Frank Dorian. “Ir. 


Eastog is now on his way to Chicago , ‘7r. Cromelin is in i 


| SanPrancisco,and ‘cr. Norian is in Paris. I was at that 
i time, and have been since this litigation began,in full 

| 
charge thereof for complainent, and I was kept fully posted 


as to all the information that came to either of these | 


o 


gentlemen with respect to infringements of the patents. | 
I was not, nor were they, aware that the defendants were | 
# | wantteckunine duniieate sound records until long after the | 
i | former suit was begun and until after it was discontinued. 

| 


There was not a suggestion in the proofs taken in that 


{ cause from beginning to end that the defendants had manu- 
i 














Las factured duplicate sound records, though I vas particularly 
® a | 

. desirous, for the purposes of the argument,of show: that 
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i | 
4 
fact, if it had been a fact. In my brief prepared for Tina 


| hearing in that cause I was only able to say, 


"It may turn out that many of the defendants' sound 
records were not made by the aid of phonosrarhs at all. 
“lost cf the sound records of commerce, ar ede by a process. 
of duplicatiny,that is, copying from a master record, and 
while this fact does not eprear from the evidence in the | 
’ | case, it may be referred to for the purpose of illustrating| 
? the argument’. | 








. B* . | 
"This represents the condition of the evidence in that 


ease, There has deen for some time, possibly 





some years 





past, a suspicion +} 


t some of the records manufactured by 


i 
defendants were duplicate records, end I have had a number | 
| 


of conversations with “r. Faston and others as to whether 





this was not a fact, and as to the means for ascertaining 


whether or not it were a fact. 


"The first knowledge I obtained that the defendants were 





| 

| 

| 

| 

| 

making duplicate sound records wes in the year 1897, end wad 


{obtained from “ir. Emerson, formerly the President of the | 


| 
defendant company, who in that year became an employe of the 
| 


complainant company, end from whom I securedthe facts in 


\consequence of which the present suit was begun. I had a 


hurried conversation sith ‘ir. Faston on this subject just 





s he was leaving for Chicago, and he informed me very posi-| 
J jtively that while he had suspected for some time past that 
i \the United States Company were duplicating, he had no infor-=' 
| mation or knowledge of that fact until he learned it from | 


'r. Imerson,efter the latter entered the cmploy of *he 


P jcomplainant. F 
& | 
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"She affidavit of “r. Tewksbury also states that at the 


time of t 


a 


€ Giscontinuance of the former suit it was his 


under sta 





.t Of every one connected with the 





litigation’ that en errangement had been reached 


| 
eby | 


the defendants coulr continue carrying on their business as 
they had done; that is to say manufacturing both original 
and duplicate records. 
"There wes no such understanding or intention on any- i 
one's part, so far as I have ever heard, and if Mr, Tevks- | 
bury had such an understending,neither I nor anyone — = 
ed with the Craphaphone Company ever heard of it until this 
affidavit wes produced, There was no settlement whatever 


and no arrangement whatever between this complainant and 


graph interests and the suit 





inst these defendants wes 


| 
| 

these defendants, The settlement was with the Edison iain 8 
| 


dropped, for the simple reason that the infringine acts in- 
volved in that case consisted merely in using phonosrcphs 
and blanks made by the Iidison Phonograph Works, Tot only 
was there no arrangement with these defendants with respect 
to duplicating, but there was none with the Hdison Phono- 
graph interests. At a much later date the question of sanieses 
duplicates by the [dison Phonograph ‘Works came up,and a 
separate license was negotiated and executed,giving that 
company the right to manufacture duplicates at one shop or 
factory. This was in Januery of the present year,1898. 


With the exception of this license complainant has never 


granted to anyone the right to manufacture duplicate sound 


: | 
records, or to make or use duplicating machines,but, on tag 
i 

















contrary hes pursued 





enforced its rights in this re- 


| gerd ageinst all persons who have violated then" 








Subjoined to thet is a short effidavit ci—am—temmeminag Of 


| my own, The first part sets forth my familiarity with 


4 the litigation, and thet I vill not read. It then con- 
’ tinues: 


| 
| 
| 
| 
| 
| 
| 


H "I have read the effidavit of “Ir, ttauro executed on even) 


} 
| 
i | 
; date herewith, and fully concur in everything he says con- | 
| cerning, the disposition of these suits, At the time of | 
| 


‘ such disposition there wes no arrancement either expressed 


ba) 
ay 


| or implied, or any sugsestion of an arrangement under which 


i 
i the United States Company was to be allowed to manufacture 


| duplicate sound records, In fact throughout the course of 


(was never, so far as I know, even mentioned. I myself was 
i : 


| 
| 
' | 
\ that Litigation the subject of duplicate sound records | 
| 
jentirely ignorant of the menufacture of such records by the | 


United States Company. On the other ha 


md,I have a very 





ydistinet recollection that it was my understanding that the | 


lUnited States Company neither made nor dealin such duplicate 


‘records, but confined itself exclusively to the manufacture | 


jand sale of so-called "high class records', all of which 
| were presumably originals. 


i "I never knew of the contention on the part of the Uetived 


istetes Company thet the discontinuence of the former suit | 
Igave it liberty under the grephaphone patents here in suit, | 
1] | 
|to make or sell enything, until seeins; such contention in 





ithe affidavit of ‘ir. Tewksbury filed in this case. | 
i : | 
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‘or selling duplicate sovnd records until early in the pres= | 


‘ert vear,when I wés so informed by ‘'r. “!auro,counsel for | 





the complainant who at the same time infor 





d me of the pres~ 





d | 
jent suit”. yy 


’ i ‘ ; ; incere 
il So your Honor will see that there is, as my brother, has 
\ 
| 





a 4 ‘said, nothing here put a question of fact as to whether the | 
: ‘ 


| complainant was or was not familiar vith this infringing 
i 


manufacture and the proofs which we have offered completely 


j inegative that proposition. That being true there can of 


‘course be no questicn -amemige as to compluinant's lack of | 
{ | 
jdilirence, where it was ignorant of the infringement. That | 





ta 


foes without sayine end does not require argument. a 


But if your Honor please, the proofs which we offer 


' "g0 further than that, and we are at liberty to assume that 





|the complainant dic know of this infringement, and yet be = 
‘saved from the charge of latches, by the conduct of the very 


‘vigorous litigations which have been on the carpet since 





a f 11894, Th@s time durins which the complainant's lack of 
t 


<1 


Kise . 
‘ele nust be4reami, we runf under the affidavits 


i ‘filed by the defendants, from the Tall of 1894, dovm to 
‘Decenber 1697, when this suit was brought. Fven assuming 
dmowledse on the part of the complainant, we point to the 
inunerous suits which tir, lMeuro has gone over sonewhat brief-| 
ay and fuente fact that from that time, the fall of ,1894, 
down to the present time there has never been one moment 
‘when at least three of these litigations vere not pending 


q sand being vigorously pushed. At that time “Your Honor has 
{ =34- 
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been told - I refer now to the Fall of 1694 - the suits 
| against the Edison Phonograph Works and the United States 
} Company were all active; testimony was bein: taken in 


the months following the filing of the bill , November and 


December; in January a plea was filed in the main case 


against the Edison Works, testimony was taken thereon and 


the case was brought on for hearing on the plea in the 


1 
i 
1 
| 
| 
| | Summer of 1895. The plea was overruled; the defendant 
| filed an answer and that was replied to in September as I 


' now recall, and that entire Winter was consumed by the 








introduction of proofs of both parties; so that,as Mr. 


Mauro has told your Honor, the proofs wete concluded in x 


| Judge Green in December, 1896. In addition to that there 


was the testimony in the United States case to put in 


| the same time. In addition to that there were also the 


Amet and Boswell cases, and the cases against Wealcutt & 


| Leeds, and Jones, and the Western Phonograph Company, all 


of which your Honor has heard of, Moreover during the pen 


dency of the litigation against Walcutt & Leeds, as your 


Honor has heard, this Edison defence which is represented 


by that (Exhibiting large book to the Court) which con- 


tains something like 900 pages, was liberally drawn from i | 


by the defendants in every one of those litigations. That 





| | defence included a number of propositions among which was 


that the defendant was licensed under the patent in 











suit; the other propositions relatedbvery largely 


fae xhe questions of infringement, the validity of thepaten 


u 


eee =55= va es a 4 
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the Summer of 1896, and the case argued before the late .. 


and it was put in and the case brought on to hearing at | bad 














the scope of the claims and what not, Al qe these ques- | 
tions were disposed of in one case or another of the suits { 
which your Honor has heard of, save this question of li- 
cense which got to final hearing in the Walcutt & Leeds | 
case. The complainant followed the well-imowm and much fav 
ored plan of contesting that question on final hearing. 

The decision of that question in the Walcutt & Leeds case 
wiped out for all time the very last of the contenticns 


based on this Edison defence. I have said the Courts have | 
favored that plan,and it is true that the Court so ex- 
pressed itself in the Telephone case and many other cases, | 
and never,so far as I have been able to find, has a com |, 
plainant been taxed with laches because he preferred to. 
pursue his remedy to final hearing in one case, in order 
that he could move for a preliminary injunction in another 
As the Court in Rupford v. Vice, said, the fact that the 
defendants have been able to keep the patents in litiga- 
tion for a period of many years is not sufficient to de- 
feat a motion for preliminary injunction on the ground of 
laches. 

Pertinent to that vropomitlon is that discussed by Ik | 
Mauro, that this litigation against Walcutt & Leeds, was 
conducted with the knowledge @f one of these defendents, 
and I believe it will not be disputed that notice to him | 
was notice to the defendant company which he managed. 

I find on examining the pepers filed by the de- 
fendant that apart 2raym from some stock defences drawvery 


kargely from this enormous Edison defence, there are one or 
. -36- 
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i two propositions which require a trifling mention. One of | 


| these is that the defendants do not infringe, == I: will 





be noticed that there is no attempt to differentiate the 


defendant's duplicate sound record from that in the case | 
| 


against Waleutt & Leeds. The contention that the defendant) 
a does not infringe is based wholly on the proposition of 

| license, which has been thrashed out and thrashed out until 
it is absolutely threadbare. If there is anything in the | 


\ wide world which the case against Walcutt & Leeds deter- 


| 
| mines for all time it is this question of license. Defend- 


ant's counsel by whom this brief was written seems to have | 
| been laboring under a mistake as to the facts,although those 
f 


“ee | 
facts clearly appear not only em the movins papers, but alsa 





at 
defendants on the assumption that the defendants wes using 





( ae 
\ os the reply. He has argued the question of license to the 
i 
t 
} 


blanks purchesed from the American “rapkaphone Tompany, 


l 

jor from its licensee, and by the use of a phonograph has \ 
|imade duplicate sound records of them, whereas the fact is 
entirely different, as is not denied by the defendants, that | 


|they are using for the manufecture of duplicate records not | 


3 a 


the phonograph or graphaphone,but a distinct and independent} 


specialized machine known as a duplicating machine ; mcrae | 


that machine, es Tewksbury admits in his effidavit is a | ! 
\ 


machine supplied by a former émploye of his, and is capeble 


‘of no other purpose save to make these infringing crplice te | 


sound records as I vill, bez your Honor, 


€ 
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That explanation shoulc be sufficient to dispose of 
this contention of license. \ 

The question presents rather a different phase from 
that involved in the Walcutt & Leeds case, although the 
conclusion is the same. There it was shom that the de- 
fendants were making duplicate sound records with e pair 
of phonographs which they had harnessed together, so | 
that the movements of the diaphragm in one xuauk& imparted 
similar movements to the diaphragm in the other,and the 
groove in the master record was traced in the blank which 
subsequently became a duplicate. The decision of Judge 


Wheeler based upon that proposition manifestly is very 


much stronger where, as in the present case, the defend- fe 
ant is not using an Edison Phonograph or a Graphophone, 
but a specialized machine. That seems to dispose entirely 

a 


of that particular defence. 

One other proposition Rppears in the defendant's af- 
fidavits,and it is a fearful and wonderful one. That is 
that the defendants in this case are licensed under these 
patents by reason of the discontinuance of the former ac- 
tion. 

In order to understand that situation thoroughly a 
small amount of history is necessary . That action was 
brought in October,1894, on these patents and against } 
these defendants plus another officer of the defendant | 
company, Emerson, for the infringement of these patents by | 
the menufacture,use and sale of phonographs.An answer was 


filed,which is the answer vhich yoyr Honor will find in 
this case. The proofs were ope SRE) obvsuktation between | 
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counsel developed the fact that these defendants were buy- 

ing their apparatus from Edison, or the Edison Phonograph 
; Works, or some one of the Edison interests,and were using 
| and selling Edison phonographs, end blanks made by Edison. 
| There was then a question of license srowing out of a 
contract with one Lippincott, and in order that that | 
| might not obscure the issues in this United States case, 


| a stipulation was entered into which removed that factor 





| from that case. In other words we assumed that for the 

| purposes of that litigation only, that the phonographs 

| which the defehdants were using. were licensed under the 

| patents in suit, I think either by the payment of royalty | 

4 to the Graphophone Company, or a royalty had been charged a 
i) on them. That left open in that case the single question | 

| of the infringement of the patent by use of the Edison 

blanks. Your Honor will examine that record I have no | - 
| doubt in takins this case up for determination,and you 

| will find there this stipulation and a notice given by de~ 

| fendant's counsel to complainant's counsel, that in view of | 

| this stipulation we would not contest questions save under | 

; Olaims 1 and 4, of the second patent, those claims being 
, Limited to the form of the blank,or, in other words to a 
tubular self-sustaining tablet. Therefore you will see 
| that that litigation was directed to an entirely different | 


proposition from anything involved here;the only thing in- 


volved was the infringement of the patent by the use and 


sale of the blanks, not records either origjnal or dupli- 

{ at all 

. l cate but blanks without any recérds on the surface, ond as 
i -39- 
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o 


elready shomm,st th 


rey 





7 the defendants say that 


| suit by consent, in the manner outlined by °* 





| to exist through countless anes if necessary, to moke 
Cate | 

end sell anything they please so lous as they eem= show 

they were miking it before that suit was discontinued. 

\ 


r a3 
Those are the only Pisce oa 


the defendant is 





a bounds of that license. If 








ance it was making pvhonographs, makin graphephones, mal 


precisely the 


ent, it is claimed the license would equally cover that 


less. Of course that is very absurd, in fect is is mon- 


\strous, and it is not at all surprisin; “to find that the 


jonlLy proof wpon that proposition «prears in the »ffidavit 


jor = 





« Tewksbury. At the time of the compromize of the 


various suits between the Fdison interests and the 


fel 
t Gra- 


whephone Comp: 





oul 
end one or two others assoiwtadm as 


ithe owstomers of the Mdison Phonograrh ° 


tt 
United States Company 





1 
- company; but there never was any settlement wikkhxtke 
meade even at that time 





on this subject of duplicate rec- 


bras, not even with the Edison Company. It was not until 

















Tanucry of the present year that a separate and distinct 


gontract was aeponrered by the Edison interests with the 














them a license absolutely free from the payment of royalty 


re) 


making 


thing which we are now making under theésé pet 


| 
| 
| 
without even the payment of royalty and we would be remedd¥ 
| 


the complainant, since it had pursued the 


rks, discontinued | 


the suit aseinst the customers by making the egreement with 


ke ,use 


| 


| 


te to show thet prior to such discontinu- 


, he 


| 
\ 
| 
} 


| 
\ 
| 
| 
| 
ia 
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Graphophone Company, 

I should not be surprised to hear that the defendant 
claims some interest in that, it would be just as sensible | 
as that the discontinuance of this suit in December,1896, | 
gave them a license, Taking an active part in the negot- 
dations which culminated in the granting of that license 
to the Edison Phonograph Works and the discontinuance of | 
the United States case, was one whose affidavit is before 


your Honor, carefully addressed to every other point and | 





not one word in it concerning the alleged license by the 
Graphophone Compahy to these defendants. j 
MR, MITCHELL: He refrains from doing it be- 
cause he was one of the counsel. lec 
MR. EDMONDS: Judge Hayes is present, and if 
that is one of the reasons I should like to have him state! 


{ 
it. i Cag 





Sar MR. HAYES: That is certainly true; he felt 

delicate because of the changed relations of the firm,he | 
| 

did not wish toximaatzenyntiseuxsiex be draw into any dis- | 


cussion on a matter of that kind, it was a matter of aeii-| 
cacy. . | | 

MR. EDMONDS: That is rather an involved ques- | 
tion of delicacy and professional ethics. Without answer-| i 
ing it, we stand on the proposition that there is the | 
single affidavit of Tewksbury directed to that point and | 


against it we have every possible consideration of proba-_ 





bility together with. the affidavits of the complainant's i 


comnsel who took part in that negotiation and which I 
. -41- 
shall ask the liberty to read jugt ea line from. \ 


Raymond R. Wile 
Research Library 


























lr. Tewksbury in his affidavit says:- 
his settlement (December,1897) was made, with the in. 





+3 


tention that the United States Phonograph Company shoulda jj 


have the right to carry on its business widisturbed in the! 


same nanner as heretofore, and to make and sell records, | 


t 
both oricinals and duplicates, as theretofore, without in-j 


a 


terference from the plaintiffs’ petents. But 


derstanding we would not have consented to < dhsmissal o% 


* i] 
the suit without an adjudication that would have protected | 


the United States Phonorrarh Company in its business as 


| 
then carried on. It was my understanding and that of every- 





one connected with the litigation that such an arrenrencnt | 


had been reached. Under no other circumstances would I | 





have consented in behalf of my company to a settlement | 


without consideration". | 





There is the ncked,umsupnorted statenent. Now here is 
? 


ant Ur. | 





| 

the affidavit of the man who conducted the negotiations, ! 
: | 

! 

| 


sbury a@lso states that at the 






former suit it was his | 
understanding and 'that of everyone connected with the Liti- 

| 
ration’ that an arrengement had been reached whereby the de- 
| 


fendants could continue carryine on their business as they 


had done,that is to 





y manufacturing both original and du-| 
plicate records. There was no such understanding or in-) 
| 
tention on anyone's part, so far as I have ever heard,and if 


i'r. Tewksbury had such an understanding, neither I nor 


anyone connected with the Graphaphone Company ever heard of! 
sal i} 
F ‘ a | 
it until this affidavit was produced, There was no set- f 
| a: 





tlement whatever « 





no arrangement whatever between this 
42- 
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1S and 





ants. The settl 


tne Edison Phono raph interests,cond the suit 





r the simple reason 


in thet case, consisted mercly in 





hlanks made »y the Hdison Thono- 






Sraph Vorks, Tot only was there no a 


these defendants with res 





ect to duplicetin:,but there 


was none with the Edison Phonog h intcrests,. At a much 





later date the question of making duplicates by the Rdison 


Phonozraph ‘Yo 





ks came up, and e serarate license was negot 


dated and executed, siving that company the right to manu- 





facture duplicates at one shop or factory. This was in 


January of the present year,1898. With the excention of 





this licéngse, comp ant hes never granted to snyone the 


right to menufacture duplicate souni records or to 





or usé duplicating machines, hut, on the contrary,hes 


pursted and enforced its rights in this rem 





pérsons who have violated them.” 

Your Honor will possibly bs told that the consideration 
for this rather extraordinary transfer of license under 
these valuable patents was the evoided risk or dancer of 
the patents being invalidated. The rather extrene lang- 


uage used in the brief indicates to me that the defendants 





would not hesitate to take that rosition. 





MITCHELL: That position is taken distinctly 


in the brief. 





RDMOM 






BE 


seen it. I do not think that is worthy of discussion. 





\ 
I assumed it was, although I heve not! 








here is just one single point,to which I wish to cal i 


yeunm Honor's attention in addition to those which IT have { 





, Gat — ae ae | 
&8 concerns the form of the relief which we 


j SNS ask vour “wonor to grant. This may be premature,so 
i I shall refer to it very briefly. ‘The complainant prays 


that the defendant be not only enjoined, as were the de- 


i fendants in the previous litigations,but that vour Fonor 





‘ 
order them to deliver up these duplicating machines. 


| The duplicating machines themselves, as I have said, are 


| 
i 
| 
| 


\ specialized, s\axavweoa nechines not capeble of any use other 
i aud thuupger vefrga 
| \ then a duplicating .wse. q | 





f 


tents 


ie) 


They are not covered hy the p 








= 


They are not covered by any patents,are 





4 


! they? 





mor will be told by the 


\ defendants that the complainants prayed for this relief in i 


| the case anainst VWalcutt % Leeds, and it was refused; the | \ 





fact is that it was refused on the sole ground the du-, 





plicating machines which they used were Tdison Phonosraphs, 


i] 
| capable of use as phonosraphs, and not as duplicating 


' 
machines. The proofs in this case 50 very much further than 


thet and show thst the defendant's devices ere specialized | 


of no other use than this infrinzine use. 





You would not ask that relief on this 


3 


| 
| 
| 
| 
i 


preliminary motion. 
| -44- 
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f MR. EDMONDS: Yes, for the reason that if the 
' defendants are enjoined, as they doubtlass will be, they 
will have absolutely no use for these machines.They may 
i be placed in the custody of the marshal to be returned | 
! if it should be found they should have them after the 
Litigation closes. 


! MR. MAURO: That was the order of Judge Gross- 
| cup in the Western Phonograph case. 


i 
1 MR. EDMONDS: The order we ask of your Honor is 


| not an extraordinary one where, as in this case, the de- 


| fendants operations are capable of inflicting immense in- 


1 
| jury upon the plaintiffs. The machines as shown by the i | 
i 





nal vigilance would prevent those records from getting 


he 
proof are small, can be surreptitiously used, and a very | | 
i large number of records turned out and sold, and nothing | 
\ | 
| short of a multiplicity of suits, great expense and eter- | 
i | 
| 


into the general market. Precisely the same question 


| fias considered by Judge Wallace in American Telephone | 


Company v.Kitsell, when he laid down the proposition that 
the estceptbonal decree granting this relief would be al- 


lowed in cases where there was reason to believe £&#k fron 


the defendant's past conduct that he would continue to in- | 


fringe the patent, or that he had surreptitiously used the | 


machines, or might surreptitiously use them in the future. | ! 


| Every one of those elements is present in this case at bar 
1 | 
{ and I think werrants such a decree. | 


Hy You will also have in mind the Heaton Fastener case 


fo 





i 3 
. { which is on 211 fours with this, with the exception that | 


ae he — ch. 4 
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| the device enjoined was an unpatented article; both cases 
| @re alike in that respect; we kmrex may assume that this 

| \ is defendants machines are unpatented, for the purposes 

| of this case, because they are not included in the patent | 

| in suit; in that case the Court enjoined the manufacture, 

=i | use and sale of a patent fastener not covered by the pat- | 

|} ents, but capable of use in connection with the complain- 


ant's patented machines. We ask for the same relief in | 


H this case, andi that the. machines be delivered up in or- 
| der to make assurance doubly sure that when once enjoined 
| | the defendants will continue to desist from the manufac- \ 


| ture of the infringing articles. 
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Argument of Howard W. Hayes, Esq., on behalf 


of the defendant. 


MR. HAYES: If the Court please, the history of the 


invention of the phonograph has been set out very clearly 


by Mr. Mauro with his well knowm skill of diction and 
plausible manner, which almost convinces one of the ac- 
curacy of his statements. And in some respects they are 
accurate; in others they are entirely inaccurate,an I will 
show. Thera ere one or two facts in connection with the 
history of the invention which were omitted by him,no 
doubt because he did not they they were necessary in the 


case,but which I will fill in so that your Honor will have 


| a complete knowledge of the remarkable history of these 


enterprizes, Those of wh who were unfortunate enough to 
have invested in it in its early stages and who have srowm 
up with it trying to get our money back,are so familiar 
with these facts that they seem easy of comprehension, yet 
they are really so complicated that it is quite easy to 
become confused in considering them. It is true that Mr. 
Fdison invented the phonograph,and,as we will show very 
clearly,invented an engraved wax record which Bell & Tain- 


ter appropriated from him; they invented certain mechani- 


| cal improvements in the phonograph and called it a grapho- 


phone. After the Bell & Tainter phonograph,which they call- 


ed a graphophone,was in what they considered a marketable 


| shape,they made Jesse H. Lippincott of Pittsburg, their 
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sole licensee for the United States,and he was under con= 
tract. to take a certain number of their machines. That 

was in the Spring of 1888}, As soon as they made the con- 

i} tract and hadgotten his money he discovered that the 

| Edison patents were prohibitory to the use of the Bell 

& Tainter machine, Then Mr, Lippincott made arrangements 

{ to get control of the Edison,patents and organized a 

| company calledy the North American Phonograph Company, | 
| attempted to 

\ which, purchase tixx control of the Edison patents. At the 
time Lippincott did this he was under teim agreemam t 

\ with the Graphaphone Company to be their sole Licénsée in 
| the United States; he was really their sole sale agent,and 
| 


| he agreed in that contract that he would not handle any 


| other talking machine. ‘©. When he organized the North 

| American Company to control the Edison patentsthis con- 
i tract stood in the way, so in August 1888, he made a 
supplemental contract with the Graphaphone Company by 


j which they agreed to release him from his obligation 
| to handle only graphephones, if he would pay them $10. | 


‘for every phonograph that the North American Company 
| handled or sold, and a certain percentage on all sup- 

i | 
\plies, The word "supplies" includes horns, and more | i 
i tablets | | 
(particularly taxesx blankg doth in the blank form and with 


irecords on them. Then the North American Company and | 
| | 
\Lippincott organized a number of sub-companies,one of 

| 


| 
‘which was the New Jersey Phonograph Company in which our jas 


e 
friend Mr. A.Q. Keasby was the active party, and that 


\company, with others, received a territorial license. | 
\ Fr 
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The North American Company bought their phonogrephs from 
Mr. Edison's company, Mr. Edison still reteining the manu- | 
facturing right, the North American Company only controll- 
ing the patents on the manufactured article,and the manu- 
facturing right remaining in Mr. Edison's company. Among 
the phonographs thus put out by Lippincott were some sold 
to the New Jersey Phonograph Company; that company went 
out of existence about the end of 1693. The United States 
Company then was organized,and bought from the New Jersey 


Phonograph Company those phonogrephs which the New Jersey 


Phonograph Company had bought from the North American 
Company, and for which Lippincott had paid this blood | 


money to the Graphophone Company, and it is those phono- 


te} 

graphs which are used for the duplicating purpose involv- | 
ed in this suit. | 

It appears from the affidavits mf that the method of ait 


duplicating used by the defendant is to put two phonograps 


side by side, and between the two put the Edison recordin: 
and reproducing device. That is the method of duplicating 


used by everyone who duplicates. These phonographs now 


used for duplicating by the United States Phonograph Com- 
pany were purchased from a licensee of the Graphophone 
Company, and all the United States Compyuny has done is to 
add a mechanical connection to these phonographs so that | 
they can be used for the making of duplicates. | 
MR. MAURO: May I ask a question. What becomes | 


of Mr. Tewksbury's statement that these machines were | 


_ built by Tr. Capps? ; | 


' 
4 
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MR. HAYES: They were put together by lr. Capps. 
MR. MAURO? You are adding something then. 
\ MR. HAYES: No: Read the whole affidavit. 
THE COURT: It is charged on the one side that the 
| duplicating machines set up by the defendant are machines 
| which are adapted simply for that purpose, made for that | 
|. purpose and can be used for that purpose only. 
MR. MAURO: Capable of no other use, 
| ; THE COURT: I understand Mr. Hayes to say that the 
duplicating machines are really the phonographs bought by 


| the North American Company, New Jersey branch, and machines | 





which have really paid the license fee to this complain- 


ant. 


MR. HAYES: That is the fact. Of course I want to 








! be entirely frank with the Court; thesephonographs are | 
i are - 
| used with an additional device -- they phonoeraphs with | 


; this additional part. 

«| i THE COURT: Of course there must be something to du- 
{ plicate these things; there must be some device connec= | 
i ing the two machines, 

i MR. HAYES: That is what it is. 
| THE COURT: ‘The machine the complainant wants de- | 
\ livered »p and impounded is not the phonograph but it is 
| the duplicating device between, is that it? 





\ MR. MAURO: That is right your Honor. In most cases 
H i 


; it is a separate independent machine, and from our affi- 


€ davits and from Mr. Fmerson's and from Mr. Tewksbury's 





t i affidavits it appears they have built special machines, as 
t : \ -$8- ie i 
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is usually the case. That is how it stands on the 


record, but Mr, Hayes may know more and know that is not 


correct, but that is as it was put in. In the Walcutt 


case,Walcutt tried to get around our patent by the in- 


geneous method Mr. Hayes has suggested, by saying " I 


merely use two phonographs", but the Court said- "You con- 


nect them by something,and that makes them a different 


machine". That was passed on in New York in the Wal- 


| cutt & Leeds case. Mr. Hayes is a little mixed about what 


his client is doing in New Jersey and his client's part- 
| ner in New York has been doing. 


MR. HAYES: I want to state these facts so that your 


Honor can understand what the situation was in 1894,when 


the United States Company was organized. 





The United States Company immediately started in to 


make originals and duplicates. The advantage of duplicates 


| is,that having one original made, if an order comes in 
, for that record a duplicate of it can be made and sent 


i out; but if an order came in for records of Sousa's band, 
i 








or instance,and . we were out of them it would be diffi- 


i 
{ cult to get more, but by keeping a few originals they 
jcan be duplicated. 


i THE COURT: You can supply the films,or whatever you 


\eall them, to machines which have been sold before the 
| 

jorder comes in for those films? 

\ : 
| MR, HAYES: Yes; they sell duplicate records to peo- 


| ‘ 
‘ple who have phonographs just as they might have music 


boxes; aman might have a phonograph and fifty or a hun- 
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dred records. : 
i THE COURT: Yes, I can see the advantage of it. 
i i MR. HAYES: The business of the United States Com- 
pany consistedlargely in making and selling these rec- 
} ords, original and duplicates, and, of course, also in 
and sélling 


buying machines. Itsvolume of business was large am 
a 


it was the principal consumer of the Edison output. 





| 

i 

I At the time the United States Company was started 
litigation was pending between Edison and the Grapohphone 
| Company, The Graphophone Company claimed that Edison 

| infringed sham their patents. As the United States Com- 


pany was the largest company selling the Edison products | 


| prised in the record which has been referred to so much. | 





| 
| 
| | suit was brought against it too, and that suit is com- | 
' 
! 


| That record is here, it is very voluminous, and almost | 

everything appears there in the history of the art of ' / 

: ; phonography. The case was prepared with Mr. Edison's 

assistance and at large expense and with the aid of my | 

friend Mr. Edmonds and Mr, byer and, ir. Driscoll,who is | | 
still counsel for the United States Company. After that 


| case was at issue it was compromised. The record in that | 


\ Edison was stipulated into the case against the United 
i States Company so that it had the benefit of every de- 
| fence put up by Edison in the defence of his company. 


When thatsuit was compromised the case against the United - 


ee | ri | 
| States Company was discontinued. That was the position | 
H =2- . | 


ners x ee 5 ere 


case shows that all the evidence given in the case against | 
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in December,1896. Then in December 1897, this suit is 
brought against the United States Company,and the com- 
plainant askef for a preliminary injunction. 

In order to secure a preliminary injunction two 
things must be shown--- a prior adjudication on the 
claim in question in a case that has been fairly and 
fully contested and in which all the defences have been 
fully and fairly passed upon by the Court, which :aust 
be fully show in order to entitle the complainant to a 
preliminary injunction,provided that the defendant shows 
prima facia grounds for a good defence. And second of- course 


may | 
iit, be said that if we show there has been no such prior 


A | 
adjudication there is no need of our going further and 
showing your Honor we have a good defence, but on the | 
other hand if we show your Honor conclusively that we 
have a large number of defences and that most of them 
will seem good to your Honor, then you would give much 
less weight to a prior adjudication involving only a 
few points, while if we showed no defence, you could | 
give more weight to a prior adjudication which of itself , 
might have but little weight. 1 

That is the reason I want to present to you not only 
the fact that there has been no prior adjudication onthe 
stain, butt,but also to show you what full and complete | 
defences we have on points never brought up before and 
which no court has passed upon;x%& pdints which certainly 
must carry weight. 

In addition to that we will show, on account of this 

$3 
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compromise, that special equities have arisen on the part 
of the United States Company which would make those prior 
adjudications, even if valid under other defences,of no 


weight. 


The history of thésecases,which Mr, Mauro has des- 
eribed, is a great tribute to the skill and industry of 
able counsel in buildins vn apparent validity to a 
worthless patent. They are entitled to the greatest cred~ 
it for the way in which this patent has been bolstered up, | 
a piece put in here and another there and the whole 
thing made to appear as though it apparently had some 


solidity; but it is like a house of cards, and when you 





knock dowm one the whole device tumbles. i 
The first case in which they managed to get any- 
thing done at all was the Amet case. In the early United 
States case, on the motion for prelitnary injunction, we 
alleged that in that case there was collusion,and there 
were affidavits which would bear that construction, In 
that case a motion.came for a preliminary injunction, the } t 
complainant put invaffidavits, the defendant put in his, | 
and then they agreed to go to final hearing on those de- 
positions allowing the complainant to put in sikmia an- 
swering depositions without cross examination. I have a 
certified copy of the record here and the result was 
that the complainant simply swamped that case with affi- 
davit after affidavit covering every possible thing,and 


| 
| 
| 


the defendant having no way to con 





ict it, and those 





affidavits bringing up a lot of points not covered by the | 
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eo | 
defendants in their affidavits, Judge Crosscup decided 
| the case in favor of the complainant. But thet case 
does not involve, as I conceive this question at all. 
| 
1 What was there decided upon was claim No. 32. 
"The combination, with a grooved tablet or other body | 
1 having a sound record formed therein, of a reproducer H 
| having a rubbing-style loosely mounted, so that it is 
| free to move laterally, and thus adjust itself to the 
| groove, substantially as described". 
4 i The claim sustained was a combination between a | 


, sound record and a reproducer. The machine that this de- 





fendant made was a reproducing phonograph. It was like 
| a lathe, with a spring to revolve it, With it was a 
| glass bar that went out in front of the record and one 


| end of it, with a fine point, rested on the groove in the . 








record, As the record revolved that point followed along 
| the spiral lines, ‘and by means of the vibration of the | 
| glass produced some sound, It was a very cheap machine,,. ° o 
| and that is the one they got an injunction against. It had) 
i the disadvantage 6f being evidently a cheap machine and 


| an attempt of one who was not an inventor, who had no 
+I 


{ equities; he did not buy from anyone who was licensed,and , 

i had no connection with this company, But that was the | 
only combination established, I do not think that the 

| early Edison patents were put in there. i j 
MR. MAURO : Oh yes they were. 
i MR. HAYES. If they were there was no expert evi- | 
{| dence in regard to them, The case was not fought on 
those lines at all. There is a case, the referencé to 
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. patents are put in with no expert evidence to explain | 








which I have forgotten, which says that where prior 


them and show why they are anticipations the Court 
will pay no attention to them -- and that is just what Hl 
was done in that case. The only real defence was that 
this man who had made this cortrivance claimed that he 
had discovered a new way of repeating sound by means of | 
the molecular vibration of the glass bar, and that there 
was nothing in it similer to the methdd of having a | 
point rub in this groove and have ae diaphragm attached | 
to that point and the sound come from the vibration of 


the diaphragm. He said that he had invented a mechanical 





principle ,which was absurd on the face of it, They argued 
in that case thet ax the reproducer was not novel, and in 


order to sustain the combination Judge Grosscup found 
combination of a with a re- 


that ae record, producer was patentable,and that was 


all., met The argument of counsel on the other side is 

that the decision sustains the claim for a sound record. 
heard of this decision, word 

When-we who were trying the case in this Court, was sent 

to Judge Grosscup, saying that the real issues in this 


case, the facts involved in this case, had not come be- 


fore him, and asking him not to decide that when a so 
much better case was still pending. This was done in i 
the shape of a motion to reopen, which Judge Grosscup 


granted and read a little opinion which is not published, 


put which is here in the record, and in which he says"0n 
the hearing of this case it was not seriously disputed 


that the Edison invention did not include the record of | 
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( | Bell & Tainter". (You see they did not put up the Edison 
defence. )"My opinion was predicated upon the assumption 
, that the Bell & Tainter record was the only invention. 
It is now urged that this assumption will be disputed in 
' a case pending before Judge Green. I will allow the 
|} motion in this case and will not pass upon the patent un- 
til I hear from Judge Green, in whose Court the case is | 
ri ; pending". He simply assumed that the cut record was 

j Bell & Tainter's invention and took thet for granted; he 

| \ in this i the would have 

| ; says ‘that, opinion. So , Amet case, bam no weight at all. 


That opinion did not get into the Reporter, why I don't 


know, but it is remarkable that on the last page of tha 


vederal Reporter is printed the decree finally made by 


| 

| Judge Grosscup,and how the Graphaphone Company or their 
\ Editor of 
| 
| 

| 





\ 

| counsel managed to get the Reporter to put a copy of the | 
decree in the back of the book I don! tknow, because they 

| are generally very chary about putting in more matter 

/ | then they have to. | 

\ Afterwards the case in New Jersey was settled and | 

i Judge Grosscup was told of that end he said "If that case | 

is settled, and that point is not to be adjudicated in 

I any Court I will not rehear this case, there is no use 


| of it,and I will give a decree", That is all there was 
in that case. 





i 
I 
. | The Boswell case is one where a demurrer was filed 
i 
| | to the bill, no affidavits put in by the defendant,and 
i G i the preliminary injunction granted on the unanswered | 
f i counsel 
. | ; affidavits. Boswells,concluded to stand on the demurrer 
i) 
; 57- i 
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and eppeaied from . ? 

,the decree overruled the demurrer, Toat case is now 

on appeal on that point. Then, with the Amet case up 
complainant's counsel 

their sleeve, the, came to New York and started a case 


against this same Amet instrument, but against a man 


named Leeds, In that case Judge Lacombe, I think it was, 


| refused a preliminary injunction because he said that 


Judge Grosscup's decision was not sufficient to grant a 


| preliminary injunction on. That was during the time that 


| Judge Grosscup wes holding up his decree. When he granted 


the decree they again applied to the New York Court for 


‘a preliminary injunction and were againtefused on the 
decision 
ground that the,was not sufficient to support a decree 


| against identically the same instrument . Much less 


| would it be in this case. 


In the case before Judge 


Lacombe, the same defence was raised that was tnterposed 


ih the early case in this State, and in that case 


there was a good bona fide defence,the same as we inter- 


| pose’, and in that case Judge Lacombe has presistently 
| 
| refused to grant a preliminary injunction. 


Then,looking around for some weak brother,suit was 
i brought against Walcutt & Leeds, who were dealers in a 


| smal1 way; Walcutt had been making blanks .and Edison 
i 


| sued him and got an injunction against him, in an 
! suit. 


premio, Then be) Graphophone Company sued him for mak- 


un- 


ine those planks, That suitkas defended in a half hearted 


wrndenet 
ey; only one deposition was put in,and no expert what- 
were 


‘ever; the Edison patents, simply tumbled in as exhibits, 


SF 
i 2 
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and no importance made of them, and the decree was grant- 


: ed against Walcutt, prohibiting him from making those | 


licen: | 
! 
| 
| 
! 
1 
| 
} 


| blanks. Then they startxsxm suit against Walcutt & Leeds ' 
| : 

for duplicating and showed::that Walcutt & Leeds used two 
phonogrephs put side by side connected with a bar. That 


was tried before Judge Wheeler end was heard on final hear- | 


ing, The record in that case we have here and Mr, Dris- 


coll has explained it fully in his affidavit. In that 


case there was no defence put in whatever; the brief for ~ 


the defence covered about a page and a half, and consisted 
in saying thet the complainant ought to have sued Wal- 

| cutt & Leeds,not on this patent but another patent for a 
duplicating machine which the complainant had,and your ~ 


Honor ~:ill see from an inspection of that record and from 


Mr. Driscoll's affidavit, there was absolutely no defence 





j 

| 

| put in, Mr. West, the counsel said the only defence he 
| 


put up was that because they had purchased a licensed 


phonograph they had the right to duplicate with it. He 


then says he didn't have enough money to make any other 


defense; and Walcutt also says the validity of the pat- 


ent was not disputed because he hadn't the money to 


go into that defence, and eventually a decree was 


granted. While.this litigation was pending it happened 


that Walcutt & Leeds incorporated their business. The 
i! 
‘ |affidavits show that the reason for doing that was be- 


| cause they were hard up and came to Mr. Tewksbury who had 


\dealt with them at times and asked him if he would not 



































( ‘put money in their business, and he looked into it and 
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said he would put some money in and help them elong, The 

business.was incorporated xxx because he didn't want to 
become % 

kkx,liable as a partner, He said he would take some stock 

in it, which he did. He then had no connection with the 


company except,as any other stockholder and as such he 





might he asked what he thought of this or that, but he 
was not an officer of the company and had nothing to do | 
* management 

{| with itsjor the litigation. Then after that company was 
| incorporated came the decision of Judge Wheeler against | 
| Walcutt & Leeds as individuals. Of course that necessar- 
ily bound the corporation and a bill was filed to enjoin 
the corporation,and their counsel went there and said 

"We are satisfied that they are entitled to their pre- | | 


liminary injunction, but it ought not to go any further j 


than Judge Wheeler's decree. " Judge Lacombe at first 





had granted en order wider than the one Judge Wheeler had = 
granted, xxx All the defendahts asked for was that the 
eprporation should be treated the same as the partners7 


because they admitted that simply changing from a part- 





| nership to a corporation would not change the liability 

i for the acts of the partners. That decree was practi- 

| cally a consent decree; Mr, West tHe counsel and Mr. 

i Wateuttboth consenting to that. That case Mr, jpewksbury 
had nothing to do with. The decision of Judge Wheeler as 
I say was based on this insufficient. record, 

i Now I come to the cases out west against the Western 


Phonograph Company and Jones. They were very small deal- 


ers, we show that. I have a copy of that record here,and 
: $0 
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it shows that as soon as those men were threatened with 
' suit they sold their duplicating machines and were ready 
i to quit. The defence put up in that case has been gone 
| over by Mr. Driscoll in his affidavit and the record is 
here, Judge Grosscup bases his decision in that case on 
Judge Wheeler's opinion,so that case is no stronger than 
the case against Walcutt & Leeds in which Judge Wheeler 
gives the opinion. 

So that the only adjudication which they haveywhich | 
‘ amounts to anything at all, is the Walcutt & Leeds case 
| amd we show that no defence was put up/in that case, Of | 
| course the western cases stand or fall with the case of 


| Walcutt & Leeds. | 





eit" \ That is the situation as to prior adjudications,and 


} 
; to my mind it is a very poor and insufficient foundation | 
| 





; upon which to ask for a preliminary injunction against | 
' } a strong, wealthy corporation which has been doing busines 
for a lon; time and is amply able to meet any damages. | 
il Having disposed of the question of there being no | 
| prior adjudication on which to fbund an injunction,I des- | 
ire to refer quite briefly to the defences which it is per 
fectly evident can be made in this case,many of which 
seem absolutely conclusive and .apyemuemie make an attack 


upon the patent which cammot be resisted. 


i The first defence, of course, is the broad one of 
| the earlier invention of Mr. Edison of this engraving | 
: | 


i Cc | method. I will not go into that because as your Honor 


| knows I am not a patent lawyer and am not familiar with 
\ é/ : 
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| patent law. The affidavit of lr. vansize sets out the 


| outline of that defence at great length,and your Honor 


i © show that there was a’ clear anticipation of this al- 
| leged invention of a cut record, Mr. Driscoll's affi- 


‘ | davit also goes into that. 


most entirely--- 


\ | THE COURT: Have I got to read all that! 


{ MR. MAURO: That seems to be the prdposition on the 


other side. 


i read it. This record, almost entirely devoted to that 
in it. It reminds me of the remark of Sergeant Busfuz, 


points! The defence put up here in these expert affi- 


davits seems to ne with my limited knowledge of patent 


| seems to describe the very same thing, and there was a 
|man named Lambrigot who made a sixpenny phonograph away 


| back in 1880, which cut and engraved, There is a great 
( 

t 
1 


deal of that which I will not go into because to discuss 
‘that would take me the entire day,and we are not here so 


| much to discuss the merits of the defences as to show 





; | your Honor what defences can be put up on final hearing 


i 
|Of course the depositions in that record are not evidence 


| can see in it many points which unquestionably wexkescemm 


{ The size of this former Record which is devoted al- | 


one question,shows by the size of it the points there are 


in Bardwell v. Pickwick-- he never saw a case so full of 


\ law, to be absolutely conclusive. Edison's English patent 


e 
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MR. HAYES: I was going to explain why you need not | he 


in our case, but it is proper for us to refer to them to 


| show what defences we can interpose when we get this tes- 


timony and produce it. 

But beyond the question of the validity of the pat- 
ent, there is another question arises, a good deal of 
which has never been suggested at all, in regard to this 
patent, ond a good deal of which arises on account of this | 


compromise made between the Graphophone Company and Mr. 


Edison, guestions which could not have gotten into this | 


other record because they arise from circumstances occur- 


ring after that record was made, 





In addition to showing that the patents are invalid, 


we show that the action of the defendant is no infringe- 


ment. 


One of the elements of that claim of non-infrihge- 


ment appears in this earlier case. Bell & Tainter's 


patent must be limited to a record cut in a solid wax or 
i wax-like body. They have a claim saying "other solid 
body", but the rules of construction of patents, always | 
| limit the claim to the kind of solid body that is used 


and intended to be used, and indicated in the description 


and I believe it is admitted that their claim depends on 


| the sold wax or wax-like body. The blanks which Mr. 
Edison makes and which are the only ones he used, are 
made out of metallic soap. Under certain conditions a 


. evidence 
| record like that (Indicating record in, sate) might be 


: c | an equivilant to a wag-like record, but the peculiarity. 
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of the wax which isjinsisted on in the Bell & Tainter 
patent is its softhess while Edison found you must have 
the reverse, you must have a hard substance, Still you 
might say to a certain extent soap resembles wax, but in 
its essential parts in comection with the invention the 
soap is in no way equivilant to wax! That is a question 
which is discussed in that record, and in Mr. Edison's 
deposition in regard to it he gives a masterly account of 
the reasons why he came to adopt this lead soap and why 


that is the only successful record, and why it is in no 


| way equivil@nt to wax . His deposition alone would g0 a 


long ways towards convincing your Honor that the lead 
soap is in no way equivilamt to wax. 

In addition to that question of non-infringement 
there comes up another point which has never been pre= 
sented, as far as I can ascertain,in any case, and that 
is the point that this patent does not intend, and does 
not in the claims in question,cover, a sound record ex- 
cept the sound record made on a phonograph. In other 
words if you can make a sound record by other means 
than the phonograph: that is not included within a fair 
construction of the claims of the patent, you have the 
right to do so, The claim says, an"engraved sound record 
substantially as described"ami you can imagine that a man 
might, had he sufficient skill, make a sound record with 
a knife, I think I will show your Honor there is no 
foundation whatever for the claim that this claim in the 


patent would cover a sound repord made in that way. 
& 
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In construing a@ patent the same rules apply as | 
in construing a contract. In fact a patent really is a 
contract, as I understand it, between the inventor and i 
| the Government. The consideration is the making of his in- 
vention and conforming to the rules of the Patent Office 
and making his patent public years; in con- 
sideration of that the Government gives him by prant a | 
i certain monopoly, So in construing a patent, those of 
; us who have been trained at comnon law and not in the maz- 
i es of patent Litigation it is, sume to understand a patent 
| if we vimagine . that the specification starts out as a 
recital saying, whereas John Jones has invented &c, and 
i describing his invention. "Now therefore in considera- 
tion thereof the United States grants to him the follow- 
| ing claims",and the claims are a part of the grant, That 
| is exactly what a patent is, and when you consider it in 
: that way you can see the bearing of the specifications, 
i because in any contract of that kind the recitals would 
be of the greatest value in construing the grant, provid- | 
j ed the words of the grant were susceptible of two con- 
structions. If the words in the zrant are capable of 


| two constructions,the recital will be the best means of 


; determining what construction they shall have. When in 
| this patent the claim is, taking No. 7,"A sound record 


ao i consisting of a tablet or other solid body having its 


"| surface cut or engraved with narrow lines of irregular or 


cS \ varied form corresponding to sound-waves, substantially @ 


zm j s -85- 
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as described", I say if you consider that as a ‘grant 


| merely of a sound record consisting of so and so sub- | 
stantially as described, a fair construction of that ' 
would be that it is a sound record of the kind described 
in the specification and made in the mamer the specifi- 


cation sets out, in other words by the vibrations of a 


diaphragm actuating a cutting point against a tablet. 


There is another consideration which makes this con- 


| struction stronger and that is that technically this dupli | 
| 
cate is not a"sound record" It is a tablet having upon it | 
indentations which when revolved against a point having 4 


a diapbragm wikk attached to it will give forth sound, | 


The original is a sound record; sound has been recorded 


, upon it and it is a record of sound, a sound record,and 


1 
that term is used in that clause and that fits in with | 
| 


the specifications which show how to record sound,namely, 


| by means of the vibrations of the air upon the diaphragm. 





They claim a sound record which is a tablet upon 


which sound has been recorded in the manner indicated. 





Furthermore the duplicate is entirely unlike an origi 
i nal and you can see that in a minute if you consider the | 
i method in which-they are made. As Ur. 3 Mauro explained to 
you they are put that way (Indicating) and a bar connects 


s them; they are both revolving, when that thing goes up 


i (tnascat ing) thi gs thing does down, In other words the 


| depressions in the original become elevations in the 


rs \Other and the elevations in the one depressions in the 


(other, In other words there is produced not a record of 
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| sound; sound does not record itself in that way. It is 

| 

| the reversal of it, and sound could not make that sort of 
i @ record. 


j MR. EDMONDS: Can you explain the difference between 


\ the two when you put them in a machine. 


it MR. HAYES: As far as hearing is concerned the origi 
{ 


nal cannot be distinguished from the duplteate, but when 
\ sound is recorded it produces depressions and elevations 
| and this duplicate has reversed depressions and eleva- 
tions; 
| made by sound, so it is not a sound record. 


it is of a character entirely different from that 


That you see fits in exactly with what I said be- 
fore in regard to the use of the term "sound record",and 
what they intended to claim. 


1 
| THE COURT: But this duplicate must be the same as 


| the original? 


MR. HAYES: No it is not, it is just the reverse. 


MR. MAURO: Brother Hayes appears here in various 


|characters; he is sometimes counsel, 


\ 


|sometimes historian,and just now he is appearing as an 


sometimes expert and 


‘expert. If your Honor would like. to hear from us I should 


|be glad to tell you what I know about it. 


MR. HAYES: You will have an opportunity present- 
ly. , 


THE COURT: He says it is hot a duplicate, 


1 
1 MR. HAYES: Well your Honor can see from Mr. Mauro's 


description and the different. descriptions of how the 
i LP 


j 
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thing works that where there is an elevation in one, 
| there is a depression in the other. For instance if the 
i \ sound of "a" makes a depression in the record",if you 
| could find the place where that sound came in the dupli- 
| cate you would find an elevation. If you could take a 
| ; eross section by the aid of a microscope you would see ex — 
| | actly the difference between that and a sound record.” 

| I use that as one argument to show why this is not 
a sound record or the record of sound. It is something 
which sound could not produce. 
| There is still another reason why this claim does 
| not cover a duplicate and that is this:- It is one of 
} | the rules of the patent office that the patent must not 
i f contain different iecweetibnne, Sel po machine and its pro=- 
| ducts can be combined in one patent provided that product 
' 


is the necessary result of the operation of the machine 
1 : 


| and the product cannot be made by any other machine, It 


is true that the Courts do not follow the ruling of the 


Patent Office in some of those respects. The Patent Commis+ 
Bioner is a judicial officer to some extent and. the al- 
lowing or not allowing of one or more inventions in a 

patent may be largely a matter of discretion, but if he 
has once passed it the Court will say that was a matter 


for the patent office. But where a claim is capable of 


ance of the patent contrary to the rules of the patent 


te | office, and the other construction would make the allow- 


i 
4 | ance of it in accordance with, tne rules of the patent 
: i & fis 


| 
\ 
’ 
| 
! 
| | two constructions, and one of those would make the allow- 
\ 
} 
t 
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office it would be a natural conclusion to say that the 


i 
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) 
| 
\ 
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t 
\ 
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i 
\ 
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official of the Government who made the grant intended 
to give a grant in a form that was agreeable with the 
rules of the office, and not one that was against them. 
So from that standpoint arises an aid for construing this 
claim and we must say it is fair to conclude that the 
Commissioner of Patents intended to grant only a claim 
for a sound record made on that kind of machine; not for 
a sound record that might be made by a sewing machine or 
a wheel barrow. You might just as well call the barrel 
of a music box a sound record as this, or the paper with 
holes cut into it that goes into an organette. A wave 


of sound never struck against that tablet, the duplicate, 


nor did a wave of sound ever form the impulse by which the | 


marks were cut, and they might just as well claim a paten* 
for a barrel of a music box as a sound record, as for 
that (Indicating duplicate) as a sound record. It is 
not a sound negoME, it is a means of producing sounds. 
Those are some of the reasons why I think your Honor 
must at any rate say that there is a strong argument to 
be made that this claim for a sound record does not cover 
a duplicate sound record, and that is all we need show 
here, As I say, I am not an expert; I have have not gone 
into the science and metaphysics of the difference be- 
tween a duplicate and an original; but that can be 
brought out on final hearing and we can have experiments 
made and show conclusively what I contend for argumenta- 


tively,that they are entirely different in their character 
cd 
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' j | If we simply show there is a good defence there which has | 
not been passed upon and if there is mpx any reason for 

believing the patent does not cover a duplicate,that is a | 
matter your Honor will send ta final hearing, There 


are still other grounds of defence, This one of.license 


am has arisen since the record in the old suit; it arose 
out of that settlement and has never been presented in | 
| any case before any Judge in any Comtt and comes here 


i entirely new. 





At the time of the settlement between Mr. Edison and 
the Graphaphone Company licenses were interchanged, The i 
| Graphaphone Company gave Mr, Edison the right to sell | lei 
| talking machines and supplies under their two patents, | 
| both of which are in this suit, and this license allowed 
| Edison to make and sell talking machines under those two ”_ 
| patents and with that license he makes these blanks and 


sells these blanks to us. In other words we buy a blank, 


i | 
| which is a cylinder before any record is on it; we buy it | 
i from him,from a licensee of the complainant. 


It is a well enough known principle of law that if I 





purchase a patented article from a patentee with no re- 
strictions put upon it, I can use that for any purpose ) 


for which it was intended, and for any purpose set out in 


| 
| 
| 


the patent. I have the broadest latitude in my use of | 
that article.Ths Courts have lately gone very far in per- | 
| mitting a patentee to impose restrictions on the use of 
a patented article, by means of achtract. The law is 


70 | 
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_ so now, that a patentee having a complete monopoly can 
part with any part of it in connection with the article 


that he chooses 


table, and nowhere else, and if it had a notice on to 
that effect, anyone taking it off the table, would be an 
infringer, All sorts of restrictions can be placed on 

i the use of records. So if is but nattral to argue 


| that with the wider latitude the Court gives a patentee 


| wider must be the latitude of use by the purchaser where 


rachion, 
; no centeees is put on. In other words no contract is im- 
i \ plied and the broadest latitude of use must be allowed to 
i 
i 


' a purchaser where no contract is made because if the 





patentee intended to impose any kind of a restriction,no 
matter how great,all he has to do is to sell the article 
.! with that restriction, Qn this patent, 214, appeared 


| this claim "a tablet or body for recording sound vi- 


| sonorous 


we 
| brations". This tablet medias sold xx @s & means for re- 


cording sound by sonorous vibrations . A tablet intended 


for a certain specific use. And now they come to us and 


say "You cannot use it in that way unless you use it in 


. ‘connection with our machines which are described in ano- 


1 ices. if 
, ther eciu=m in the patent, The proposition has only to 





i 
' es ibe stated to show the fallacy of their position. 


- He could sell that box sitting on that 


| in permitting him to impose @ restriction by contract, the 


\ brations" &c. in patent 288 appeared this claim, "A tabular, 





| self-sustainingtablet for recording sound or,mBanEZEg vi- 
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If they vanted to restrict a purchaser of this tab-, 
iet so that he could only record upon it by means of ; 
their machine then they should have said so right on the 
edge of it; they should have stamped on it "Licensed to 
be engraved only on machines licensed under our patent" 
or required such a contract from the purchaser. But 
here they sell it absolutely; ea thing intended for that 
use and stated in their patent to be for that purpose,and 
now want to impose on that a restriction,to wit,that it 
is to be used only in connection with their machine. 

The fact that they realized that position and the 
force of it is shown most strongly by the complainant's 
moving papers. It appears there that a month or so 


ago, or perhaps longer ago than that, Mr. Tewksbury went 


| to the Graphaphone Company to buy # blanie - the Edison 


Company could not kee pytid th with the demand and were 
behind in the orders, so he brought some graphaphone 


blanks, They made him sign a paper saying that those 


blanks should not be used on duplicating machines. They 


knew perfectly well thet the unrestricted sale of these 
blanks gives the right to have a record put on it by any 
machine we please and they imposed a restriction which 
in that case protected them. 

Instead of coming here to your Honor for this in- 


junction,if they do not went duplicate records put on 


i the blanks, why don't they impose that restriction and 


why didn't they impose that restriction in the license 


72 
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to Edison? Not come in here and ask your Honor to put i 
this forced construction on the claim in the patent and de- 
feat the very object for which the article is sold. | 
There is amther consideration which I will advert 
to. In this-- €e eall ikea treaty between the Graphaphone 
Company and Mr. Edison, because the war had continued 
so long and it was so great that it is hardly sufficiently | 
dignified to call it a contract,so we refer to it asa 
treaty) the treaty which gave this license to Mr. Rdi- 
son's company, ond in this contract there is a peculiar 
phrase. After granting the license it says "It is fur- | 
ther agreed that neither interest will bring suit" against 
machines &c, which had been put out commercially. In 
addition to the license under the patent they agree that 
they will keep their hands off anything that has been 


put out before. They do not say that neither party will 
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1 bring suit against the other for putting out such machines alll 
| &c., but that they will not briny suit against such types 1 
| of apparatus or supplies which have been put out @ommer- 
cially by either party up to that time. In the case of a 
customer the reason is all the stronger and I can see why \ 
| Mr. Edison should have had that put in there in order | 
| to protect his customers because the more duplicates we | 
| make the more blanks we buy of him,and those blenks had 
| been put out commercially under Mr. Edison's patent long 
| before the contract was made, so that in this contract Hl 
| they agree they will not bring suit against such types, 
j against duplicates. That might well have been put in to 
| 
x 3 
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attacks as this. 
It was said awhile ego that Edison had never been 
t | licensed to sell duplicates. This clause allowedhim to 


put out duplicates and we have proved that he made then, 


and the North American Phonograph Company put them out. 


So Mr, Jdison was authorized to put out duplicates, and | 


if they have given him another license this year I cannot 


. | see the point of that. | 


| ( A Recess was here taken). 


There only remains one other point to which your 


Honor's attention is to be directed which I will merely | 


outline so as to show you that on final hearing a very 


strong defence will be made which will probably be suc- 
| cessful, that is as to effect of the discontinuance of 
this suit. 

On the record the same complainants sued the same 
i defendants on the same patent. The bill in that case 
t was identical with the bill in this case. The answer in 


that case was identical with the answeyiin this case. 


That case went to final hearing and after the final hearing 
| there was a judgment discontinuing the suit, by consent. 

| On the face of the record that would be an adjudication 
in favor of the defendant on the issues in the case, 

‘The issues in that case were identical with the issues in 

i 


Pa i this case. Mr. Edmonds was mistaken in his statement of | 
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e949. what was at issue there. Although he was associated with 
me in the case he has forgotten vwhet ithe real points were 
The issues in that case were identical with the issues in | 
this case, the claims sued on were identically the same 

| | claims as weare sued on, and the question was whether 

| the United States Company was violating that patent by 

‘. | making and selling sound records on licensed phonographs. 
H Everything else was eliminated,that was the question in 
the case. They admitted they had licensed blanks, the 
blanks were licensed and they said "Do they violate the | 
i claims in the patent by making records with the help of 
these phonographs,is that a violation"? It is true that 
| the counsel, Mr. Dyer who conducted the defence, during 


the examination of witnesses, made an effort to reduce i 








| the case to claims 1 and 4, but that was strenuously op- 





posed by Mr. Mauro,and throughout his brief it is show cr 
clearly that the points at issue were the same claims 
| which are now here. 

In my forsee t have an extract from his brief and | 

i 

| I have here a copy of the record and I will leave copies | 
| | of all the briefs here too so that your Honor can look at 

| ' them, In that brief Mr. Mauro says, speaking of the . 
stipulation which eliminated certain perts-of the case: 


"Plainly, the purpose of the stipulation was to sim- 











| 
plify the issues by excluding from the consideration of | 
: the Court in this case the question whether machines like | 
i 
‘ | - |. those ovmed by the defendant would infringe certein claims | 
q i | 
* | which relate to mechanical devices, and to confine the | 
it . 
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| case to those claims which relate to what constitute the 


real business of the defendants, namely, making and sell- 


ine sound records". Then he said this. "The sound record | 


in evidence may have been made with an Edison phonograph 


or with a chisel", which is exactly the situation here. 
\ The sound record he says may have been made with an Edi- 
/ son phonograph or with a chisel. In our case it is just 


as if it was made with a chisel, and he says "the sound 


t \ record in evidence may have been made with an Edison 





| phonograph or with a chisel. It is a matter of absolute 


| indifference under the issues in this case, The Court has | 
| simply to inquire whether "exhibit Defendants’ sound rec- 
ord! was made in accordance with the claims for the pat- 
| ented method, and embodies the inventions of the product | 
claims", | = 
| In other words the issue is identical with that 

| here-- are the sound record claims valid. Then he goes 


; On and says. 


"It may turn out that many of the defendants! 





sound records were not made by the aid of phonographs at 
all. Most of the sound records of commerce are made by a 


process of duplicating,that is, copying from a master 


| 
i 
i record, and while this fact does not appear from the evi- 
| 
\ 


dence in the case, it may be referred to for the purpose 


, of illustrating the argument". 


Y \ He had under consideration the fact that the records 
i 


! might have been duplicates or originals,but the point 


| i -pe- 
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valid", and as far as 
i the United States Company was concerned, the record was | 
confined to that issue, and that was the issue in that | 
case. With the same point at issue that case was dis- | 
continued. There are some cases which go so far as to 
say that simply showing in a pill in Chancery the record 
of the dismissal of a bill or the discontinuance of the 
suit,constitutes a bar to a subsequent suit by the same 
| complainant for the same cause of action, and a decree 
for the defendant. ‘There are such cases in England, 

, Massachussetts and Carada,and I have them in my brief. 
But, to be perfectly frank and fair with your Ho nor, there | 
are other decisions of a good deal of authority which 
| establish a different rule. Those cases say that if | 
| the decree absolutely settles certain rights and says in 
so many words that it does so, it is an estopple, a 

' res adjudicata; but where the case has been settled it is | 
a question of aliunde zzzzx evidence to show what the 


settlement was, and if the dismissal was a settlement of 


| the rights of the parties they are bound by it. 


At the time of this settlement the complainant knew 
|; that the defendant was making duplicates. That is denied 
in a half hearted way by these additional affidavits ,but 


strangely enough they do not meet the affidavits of Mr. 


| | Childs who swears that in the Fall of 1894,and about the 
_ time this suit was started, he told Mr. Easton, the U.S. | 
{ Company was making duplicates, and Mr. Easton complained H 


| : about it and Mr. Tewksbury wrote Mr. Easton,saying they 
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were duplicates but they were just as good as originals 
and why not use them,and that started the graphaphone 

| company trying to make duplicates, and Easton bought 

| duplicates from the United States Company and took them 

; to the factory at Bridgeport and used them as standards 

| of excellence, to see if they could make them as well. 
This affidavit of Mr. Childs shows that he knew all about 
the making of the duplicates. In addition to that there 
is a letter here which Mr. Tewksbury sent to the Columbia 
Company,of which Mr. Raston was the head. It is dated 

| @n October,16th,1695,and says: "We appreciate your wil- 
| lingness to pay a fair price for the goods, but marking 
the catalogue will not answer your purpose because we 

| cannot ourselves tell which are originals and which not 

i except on testing and examining each record", 

| So they knew perfectly well that they were making 
duplicates. So the situation is thts--the United States 


Company is engaged in the business of making and selling 














original and duplicate records; a suit is brought and 


earried to final hearing where the question in the case 


is whether their patent is valid or not, and a decision 


; would settle the question both as to duplicates and origi- 


Oren 
nals, A decision in favor of the U.S. Company would fexer 


both. That case was discontinued by consent,and at the 


time the United States Company took I think something 


| like 90 per cent, at any rate a large part of the output 


| of the Edison factory; so it was very much interested in 
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the settlement. At the time of this settlement it ap- 
pears from Tewksbury's affidavit, there was a conference 
at which a form of contract was submitted to myself and 
other counsel,and it was submitted to him,and it was as I 
understood, as he swears and also as I swear, and I think 
the understanding on the other side, that this discon- 
tinuance was in fact saying that the United States 
Company should go on-doing as they were doing. I do not 
say it was a license, but both sides said "What you did 
you may so on doing, It may be the patents are invalid 
and you do not infringe, or it may be that you have a 
license, but no matter what it is, we all agree you have 
done no wrong and the suit is finished and everything is 
clear", 

That is the situation which we expect to prove be- 
fore your Honor when testimony -is taken,at the final 
hearing; after counsel have been called, counsel on both 
sides, and their testimony given and they have been cross 
examined and the evidence put in concerning the facts sur- 
rounding that settlement; then it can all be brought out, 
and it will be showvm that this was such a settlement as 
estops the complainant from again bringing this suit for 
this purpose and-that since that settlement the United 
States Company have gone on doing business exactly as be- 
fore - no different manner, management or method,and the 
complainants now comes here again with the same suit. 


I claim that there is a defence, not of res adjudicata 
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exactly, but more in the line of an estopple on account 
of that discontinuance and the actions of the parties. 

‘ I notice &: one of these additionel affidavits, tee 
one “made by Mr. Edmonds in which he concurs in Mr, yau- 
ro's statement and theory of the settlement-- I do not 
think that testimony should be considered, because it is 
testimony of counsel in a suit testifying on the other 
aide as to something which took place in the suit when he 
was on the opposite side. I think that is not proper 
evidence under the rules as it concerns matters between 
counsel and clientg¢,and I think that testimony should be 
disregarded. . 

MR. EDMONDS: I desire to say that you abandoned 


that claim when you permitted your client Tewksbury to 


say, not that he understood it,but that everyone connect 
ed with the statement understood it. 

MR. HAYES: That was his understanding. 

MR. EDMONDS: It iis not the fact at all. 

MR. HAYES: Well it seems to me that that evi- 
dence of Mr. Edmonds is incompetent. 

Thereis another thing in addition to that which 
your Honor will see is very strong and can be presented 
at final hearing, and that is, has the complainant acted 
in an equitable and fair way in what sine hatg% done? 
Here was @ case where we had a chance to have that issue 
decided in the best possible way. That record cost I 
don't know how much, I think between Twenty and Twenty 


five thousand dollars,of which the United States Company 
ta) 
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paid something like $6200. and there was a case where 
there was the best possible chance for them to win. 

i They understood the situation and dropped the case; that 
| was in December,1896. They sterted a suit against Wal- 
| cutt & Leeds and got a — a half argued case; 


| they go to Chicago and attack another man who is somnxEx 


weak that the minute they serve papers on him he sells 


his machines and quits, and then they gome back after 
chasing these poor people and begin suit against us and 
base their suit on those two little mean decisions. 


} Why didn't they bring suit right over again if they wanted | 





| to go on? I think their action in that respect shows 
| such an attempt to take advantage of the rules of this ! 
; Court which allows an adjudication in one case to have | 


an effect in another, it is such an apparent, barefaced | ‘ | 





| effort to misuse that rule of the Co#rt,that they should 


| not be allowed to do it in this case in the matter of a 


f 
| preliminary injunction, Whether or not they are entitled | 
; to go into the merits of the case in regard to the set- 


| tlement on final hearing,they should not be allowed now | 


; to bolster a case in this way at the expense of our- 


selves,and in this unfair way. It is impossible for us 


to make as food a defence now as we did before. There we 


(‘had Mr, Edison's work putting all his might in the case; hk 
: 4 


'he made innumerable experiments as you will see. He 





\ 
"testified. We had the deposition of Professor Morton and 
iu 


ithe assistance of Messrs. Dyer and Driscoll and while 
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perhaps I ought not to say it is impossible for us to 
make such a defence again,it would be a matter of enor- 
| mous expense, I don't know if Mr, Edison would make | 
{ the same experiments. We should have to get him to veri- 
| fy the former ones,but then he would not work in the way 
; that he would if it was his ovm fight. Shall they de- 
| prive us of the benefit of that case, when it was in the 
P ! best possible form,and now come back trying to strike us 
; when we are not so well protected? It shows inequitable | 
conduct on their part, and it is certainly fatal to any 
claim for a preliminary injunction. 

The only other point is one which occurred to me in | 
| ahswer to what was said by Mr, mauro,in which he was a 
| Little mistaken in his facts. Tewkxsbury's connection 
| with Walcutt & Leeds was merely that of a stockholder, | 
| and he testified to that fact,and of course a stockholder 


is not bound by a decree against a corporation. Ifa 








| person held stock in the United Railroads of New Jersey, | 
| and that company was enjoined from operating a certain 
t 


| patent,it would seem very hard if he should be consider- 


| ed as being under the injunction also. 
il The only other evidence is an extract of testimony I 


| given by Mr. Walcutt in another suit. We have Walcutt's 


affidavit to the contrary and that of Mr. Tewksbury too. 

| Furthermore Mr. Tewksbury is not connected with the United j 
| 

i) 


| States Company in such a way as to make his action bind- De 





O 


i ing on them. It appears in the evidence that he was the | 


GA 


| 
i 
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Treasurer and Manager of 


the Company and ran it up to 


about a year ago when he resigned from his office and 


became the general sales agent for the National Phono- 
graph Company; he remained the general sales agent of 
that company until last Fall when he left them and be- 
came the foreign sales agent of the United States Com- 
pany. So he is not such an officer or so connected with 
the company as in any way to make any actions of his tind 
ing on the corporation even if you should go so far as to 
say that his connection with Walcutt & Leeds connected 


him in any way with that case. 


1 
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1 Argument of C.E, Mitchell,Esq. on behalf 
of the defeniants. 
W bi 


i May it please your Honor. Alone of the counsel in 


this case, I come into it now for the first time. 


I shall try to make no errors in stating the facts relat- 
i ing to the history of the case, nevertheless I cannot be 

absolutely certain that I shall not do so. I shall hope 

however to be entirely accurate, 

q This is a motion for injunction, A motion for 

am imjunction illustrates the inequitable side of the 


proceedings in equity, it is the unjudicial side of equit- 


not "hear and then strixe". That bein; the case all the 


intendments are against the complainant. He must show 


fringes ani has no justification for the alleged infring- 


ing acts. That is the general rule, but subject to 


that there are special rules which have been formlated | 


|for the purpose of giving some regularity to a proceed- 


ure in its nature incapable of perfect formulation. | 
|The first rule, if I am right, is that the patent itself 


sis never a sufficient warrant for an injunction. The . 


pevosumnion of validity, growing out of the seal of the 


Patent office, however great, will not alone warrant 
i « 
la preliminary injunction, The next rule, if I am right, 


‘is that there must be an adjudication after a strenuous 


land bona fide contest, sustaining the patent, or there 


} : aA 
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; able proceedings. Its motto is "strike and then hear" and i 


clearly that his patent is valid, that the defendant in- bad 


SS 


erally as is tantamount in probative force to such an 
adjudication. Your Honor will notice that I do not say 
an adjudication that the patent is valid, but that there 
| must have been an adjudication efter = strenuous and 


Tide defence. That rule was laid down by the 


Court of Appeals of the First Circuit, in a recent case 


which I do not now call to mind, but the rule is entire- 














ly familiar to your Honor, and that rule is followed in 


all of the decisions and is expressed in most of the de- 
| cisions that are quoted dy our opponents in their brief. 
It was your Honors decision in Campbell Prining Pres 


Co v. Prieth, et al. 


i "It is a well settled principle and one uncontro- 
verted that when a full, feir end bona fide hearing has 
been had upon the merits--" 











| pute about that, Tr. ‘‘itchell. 


there then be a decision of a Court of coordinate juris- 
diction, and especially a decision of the Court of Ap- 


jpeals, after a strenuous end bona fide defence, sustain- 


jing the validity of the patent, and if there be a case 


jof infringement that is either clear beyond reasonable 


doubt , or has been held by a previous Court to be a case 


of infringement and the defendant has no special equity 

lextsting between himself and the complainant which puts 

than out of the range of the ordinary application then an 
injunction will go. 


i eo 


























| TH COURT: I don't think there can be any dis- 


, must be such acquiescence on the part of the public gen- 


IR. MIGCHMLL: That’ then is the second rule. If 
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In this case it will be found that there has been 
no such strenuous and bona fide defence by a person in 
a position to make such a defence. I think it will be 
found that no court has held that what these defendants do 
is an infringe:ent,and I am certain that it will be Bound 
that no Court has ever held that anybody, situxted as 
these defendants are situated relatively to the complain- 
ant in this case, was in a position to be enjoined pend- 
ing the proceedings. 

Before attempting to apply these principles how- 


ever I will ask your Honor's attention to the pleadings 


in the case. The prayer in this case is for an injunctim 


against the use of apparatus and the prayer for a prelimi 
nary injunction is for an injunction of corresponding 
force and effect, Unles s your Honor is prepared to say 
that a man msy call for a preliminary injunction such as 
is not prayed for in the bill of complaint, why,of course 
all these requests as to impounding machines, and matters 
of that kind, are entirely outside the case. If your 
Honor will examine the petition for <= temporary injunc- 
tion vou will see that nothing of the kind is there asked 
and in the nature of the case it would seem as if nothing 


of that kind could be properly asked in any event, I 


‘speak of that in passing although I do not wish to delay 


upon it at all. 
This case is a sui generis case. It is not 
the case against Walcutt & Leeds, nor that egainst Amet. 


It is a case in which there has veen in the very vesti- 
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( pule of the case a full and complete defence against those 
i matters growing out of the relations which have existed 

between those parties in Sourt. The very first requisite 
of a motion for an injunction is that the plaintiff shall | 
not have been ruilty of latches; that he shall be in 


|! a position of sayins that there is dam 





r of irreperable 
| injury unless the Court, pending the litigation, grants a 
preliminary injunction, ‘low what position is this com- 

| plainant in to say that in this suit recently instituted 
" he will suffer irreperable injury if this Court does not i} 


enjoin the defendants, while the defendants are again 


& 





putting in their defence? Why, may it please your Honor, 
| these parties have been in this Court ever since 1894. 
i i They brought a bill of complaint against the United | 


| States Phonograph Compan, charging the infringement of | 








, these two patents. In the brief of ‘r. Mauro is set | 


forth the claims which they asserted, and they ane the 
ei same claims that are here involved, with some others, if 
I amright. In that case testimony was taken on both 
sides at creat expense,with a great consumption of time, 


and .2ll that the prior art and the skill of counsel and 


the knovledse of experts could bring into the case was | 
; brought. That wasprinted and it constitutes an enormous 


record, 'y clients paid over "5,000. towards the ex- i 
penses of that suit-- nothing compared with that which 
was paid by the Fdison Company, but a very pretty sum may 


Cc it please your Honor,to make out whet was then believed to 
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bona fide defence, They went to the Court and 
they had w hearing before Judre Green,but unfortunately 
that estimable Judge passed away before any decision 
could be rendered. Then the parties to the princival 
litigation made a settlenent by which each party went 
his own vag each being licensed by the other, and the 
United States Phonosraph Cormany had the bill dismissed 
by the consent of the complainant in the case, That was 
can 


sometime in 1896, xxi Now these parties , when they come 


into Court afterwards and file a new bill on the very 





same patents, be heard to say in that Court that they 
have an equity so controlling in its character that this 
defendant, who has gone to th&s enormous expense to make 
a full defence, should not be heard, but that an injunc- 
tion should run ageinst it pending the hearins? Is there 
not there at least latches, is there not a waiver of all 


ther Hayes said, why did they 





immediate relief? As 
not bdesin anew immediately, if they believed they had 

any rights. Instead of that, so to speak, having ap- 
peared before Havane and tested the guns of Torro, they 
steal around to Porto Rico and expect the walls of Za- 
vana to fall! I submit thet they waived all rights in 
this Court to an injunction until they meet us again with 
a record such as will determine fully, finally and fairly 
between the parties. I think it was never heard of, I 
think the precedent can be found nowhere,where a party 
has come so near to a decision,such as would be complete 


and controlling,and has run away from the Court ‘as rapidly 
&E 
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as it could run and was permitted to come into Court 


asain and say--- 


a final decree in its favor! 





“R. MITCIDIL: Yes, with a final decree in its favor 
if you like. 

(Continuing) Leave that defendant who has made out 
such a defence as none of the defendants in the other 
equity cases were able to make, leave that record and 
other claims 
gb into Court On XKEXERMEXEREE fenerally, with a deposition 
or two more or less , set a final decision and then come 
into another Gourt and say "It is true we ran away from 
this Court, it is true we ran awg from that record,it is 
true that defence was such a defence as kas never has been 
put in since, but nevertheless we think we are entitled 
to a preliminary injunction." { 

I submit that irrespective of any other defence in 


this case as between these two parties who have locked 


jhorns with each other in this Court, the defendant being 


ready and willing to make a full defence and having paid 
5,000, and more to get together the materials of that 
defence, I submit that it is contrary to every consider- 
ation of equity or equitable proceedure that they now,on 
affidavits, should have an injunction pending a litigation 
which we are prepared to enter upon, however reluctantly, 
jand to introduce proofs which we think will be entirety 
satisfactory on a final hearing. 


Right there, may it please your Honor,and indevend- 


mt of every other defence in this case, I seek to drive 


— 
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a stake and xa ask your Honor to say that irrespective 
of every other consideration in the case we are entitled 
on that ground alone to a denial of this motion. 

That defence is set up in this case not only as a de 


fence to this motion,but as a defence vpon final hearing, 


and a defence which we think will prevail on final hear- 
ing. It is found in our cnswer on page 27, paragraph 


24, as follows: 


"That by reason of its latches and further by reason 
| Of its acquiescence in the acts and doings of this defend 


ant and others, this complainant is forever estopped from 
enforcing any right of action against the said defendant 

| under the patents here in suit. And the defendant fur- 

| ther alleges that by reason of the complainant's knowledge 

| for a long period last past, and by reason of the relations 
| which have existed between said complainant and said de- 

i fendant and others the said complainant is further es- 

j topped from enforcing any right of action unon said let- 
ters patent against the said defendant". 

Your Honor will notice that defence is not a defence 
based upon consent, a defence based upon a decree of dis- 
missal, it is based upon latches and delay and the equit- | 
ies that arise out of it, and I intend to press it with 
jaut the force of which I am capable, on final hearing. 
We here press it as a reason why the injunction ought 
not to go. 

In addition to these grounds of defence by reason 
of latches and delay,and the previous relations of the 
parties, we set up the decree of dismissal itself, On 
the final hearing we intand and expect to urge before 


your Honor the matter contained in paragraph 29 of the 


fanswer found. on pase 30. 
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"That on the 13th day of October, 1894, the said 
complainant filed its bill of complaint in this Court 
ageinst this defendant and others, alleginr that this 
defendant had infringed its said patents 10s .541,214,. 
and 341,288; that on the Srd day of December, 1894, this 
defendant filed an answer to said bill of complaint de- 
nying the validity of said patents; that a replication 
was filed by said complainant to said answer; that 
proofs in the said cause were taken and completed by 
both parties,and the case set dow for the first hear- 
ing; that a final decree discontinuins said suit was 
then entered in favor of this defendant and against the 
said complainant by the consent of the said complainant; 
that the said decree of this Court was upon the same 
point between the same parties and upon the same matter 
in question in this cause, and that the said complainant 
is forever estopped from setting up the validity of 
said patents as arainst this defendant." 


Now precisely as said by my learned friend,the de- 
cisions are at variance upon the question of whether 
that is techincalla full estoppzé; neverthBless we have 
set it up in the answer and upon the final hearing we 
shall expect to have the benefit of those decisions 
which so to that extent,if they comiend themselves to 
your Honor, “e have set it up here as a full estopple 
against this right of action,but, as Brother Hayes says, 
we have set it up in that relation,and we have also set 
it up in another relation, to wit, that such a settle- 
ment and such a dismissal decree will have that effect 
which in equity it ought to have in view of. the under- 
standing of the parties ani the surrounding circunstances 
of the case}, Hence parasraph 28 in the; case, which in- 
stead of pleading this settlement as a technical estop= 
ple, pleads it in its connection with the understanding 


of the parties, so that the Court will give it the effect 
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in equity which it ought to have in equity, there bcing 
a line of decisions which hold that where a bill is dis- 
missed the Court will not say thet it is in itself an 
estopple, but will seek th ascértein the intent under 
which the dismissal took place, and Bive it effect ac- 
cordingly. “So we have pleaded in paragraph 28, that the 
said case was at issue aml set down for final hearing 

in this Court, and then we continue; 


"That in said proofs evidence was given on behalf 
of this defendant tending to prove the invalidity of 
said patents, end on the part of the complainant tending 
to prove their velidity hat said proofs showec that 
this defendant was engaged in using and selling phono- 
graphs and in making and vending sound records; that 
after the said cause was at issve and set cow for 
hearing a decree was entered in said cause by consent 
of complainant discontinuing said suit; that the purpose 
of the parties to said suit in the entry of the said 
decree wes to settle the matters in difference between 
this defendant and said complainant, and to assure to 
this defendant the right to continue the use and sale of 
said phonosraphs and the making and vending of said sound 
records in the manner theretofore pursued by this de- 
fendant; that this defendsnt has from that time continue? 
to use and sell phonographs, and to make and sell sound 
records of the same character, in the same manner as 
theretofore and of no other character and in no other 
manner; end this defendant charges and insists thet the 
said decree estops the complainent from objecting to 
such making and vending of sound records on the part of 
this defendant". 








I do not think we are greatly at variance as to the 
purpose of that settlement excepting that our opponents 
say that we were not previous to the settlement follow- 
ing the line of business in the way in which we now 
practice it, and therefore they say that we have over- 
stepped the rights which were recognized to reside in 
us in this settlement,for they say that we have the 


right to make original sound records, but not duplicate 
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( ] sound records, if I understand them. On that subject I 
; am-entirely willing that your Honor should examine the | 
affidavits. If there is a substantial dispute upon 


that point the injunction ought not to go, because | 








where parties have come into Court and have taken their | 
-testimony and have reached a conclusion such as was | 
| reached here, if your Monor is satisfied that we put 

forth our claims in good faith as to the nature of that 
settlement and our rights under it, we should have an 

opportunity to be heard on that subdject,end no injunc- | 
tion would run against us meanwhile. 


Therefore all I need to maintain is that there 


i 
i is a fair range of dispute,and that we are acting in ! 
i H 
i ° 

n | good faith in meinteining our proposition. 
| But the fact is thet the testimony in this case es- | - 


tablishes the fact that we were making these duplicates 


j Trom 18S4 down to the present time,and your Xonor will 
find a series of letters in the case between the Colum 
bia Phonograph Company run by this ‘r. Faston, I 

| think, whom ‘Yr. Tiauro says is the proper man to speak on 
that subject, and our company, back in 1895, prior to 
this settlement, which letters on their face show knowl- 
edge of the fact that we were manufacturing masters and | 
manufacturing records that were not masters. Take the | 
| letter 66 the Columbia Phonograph Company under date of 
October 16, 1895, which is on page 26 of our affidavits | 
































@ and which is one of that series of letters in which the 
' | United States Phonograph Company state a fact with re- 
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iference to the method in which they get their records. 


\ I will read a few words in the last letter on the page. 





| 
i 
1 
"But to secure the kind of records you want would 
| | require us to £0 over our entire stock and make a test 





thet would take many days, in order to mark the cata- 
logue. “Ye keep all records together regardless of 
method of manufacture, the quality being the only con- | 
} 1 sideration when the foods are stocked. e appreciate 
i your willingnessto pay a fair price for the foods,but 
4 ) marking the catalogue will not answer the purv be- 
cause we cannot ourselves tell which are ori 
} Which are not, except on testing or examining ° 
| record, The stock numbers a great many thousand cylin- 
i ders." 

















There is a letter, one of many which was written to 





i ! 
| the Columbia Phonograph Company managed by “xr. Faston, 
Graphaphone 
who was at that time one of the managers of the Rkana- 





| \ Nee 
| | &xapkk Company, vhich shows unequovically that for more 
| 
é i na year before this settlement,they knew perfectly 
| | well thet the United States Phonograph Company was carry- 
-_- 


ing on the business of manufacturing originals and du- 


plicates. And the testimony of “ir. t‘auro,which intends 


‘ to state it exactly as he understood it, lends color to 


the position which he meintains, we says:- i 


"In my brief prepared for final hearinr of that 
cause I was only able to say 'it may turn out that many 
of defendant's sound records were not made by the aid of 
phonographs at all. “ost of the sound records of com- 
merce are made by a process of duplicatinr,that is copy- 
ing from a master record, and while this fact does not 
appear from the evidence in the case, it may be referred f 
to for the purpose of illustratin;, the argument'". | 


i If you ¢0 no further than that, there is evidence, 


upon the brief of complainant's counsel, that he was 





| | put upon inquiry as to the course of the defendant's 


business. “hatever complainant's counsel may have 
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known, the complainent knew that that was the course 

q of business of the United States Phonograrh Compeny at 

that time, and the counsel knew enough about it,or surmis 
eA ed enough about it,so that he deemed it his duty to set 

‘ 1 forth in his brief such arsuments as would be adapted to 

: | the entire line of business that the defendant might be 

i conducting. When therefore they came afterwards to 

| that compromize, they came to it I insist not only 

| chargeable with knowledge through their suspicions, but 


with actual knowledge on the part of the complainant in 


the case that that was the course of business . %o that 

if it be true, as seems to be practically conceeded, al- 

though perhaps I am not entitledgoncede that, but if it : “i 

“pe true thet there wes an expectation that the defendant | 

should s0 on thereafter as theretofore in the same line | 
| and course of business, it extended to the manufacture 

| j of these duplicates as well as to the manufacture of or- 

iginals. 

| a | : Tow all those ey, ea expect to make on the final 
| i hearing; we expect to make the defence of latches, we 

| expect to make the defence of estopple by the taking of 
> the decree, we expect to make on final hearing the de- 

‘ fence that we did not surrender all the advantages which 
had accrued to us by the enormous record in the former 

case without obtaining some quic pro quo and that it was 
the mutual  sxactation and understanding and sereensnt 


Cc | that we should continue thereafter as we had done there- 
































v tofore ,and to urge that if that had not been the under- 
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! ot it ¢ ve been instituted then 





they would 





waited during an in- 


i tervening period in s on record; not 





of that (Indicating 





| U.S. Co) character. 





| cases, I may be 





in this, but feel quite sure I 


} an not. It is this:- That in none of the rrecesdin: 


| cases so far es I imo toth the phonory 





| blank been purchased of a person who lewfully might sell 


yery rch 





out thet. 





the ‘met case the traced blank 


wes bought froma r 





had the right to sell it, 





ell 





uit the sale of a traced Lenk es ib ox your 


soon, is a very ¢ 





ing from the sale of @ 





en I say that 





ell fours with 





14 
het us see whet the situation is. The Fdison Con- 





t by licensing the other it wes parting with somothine 


meth 


and receiving something. The Rdison Company <ot certain 


Company,and she Grapha-= 









































ageinst the 
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H i 
| | . 
| | which they had theretofore 
if i 
| v | down to the present time the 
, 
! the defend 
‘ H | mowing ' 
5 | | to nake | 
| | be conccived of thet 
| | which they, understood they had a right to do under that 
settlement. It is easy enough for the Hdison Co: 
| it chooses, to sell these blanks to the defendant the 
United States them "Licensed for “| 
i 
f of the Ndison Company \| 
. ; or of the hapnone Company". t is easy 
, enough for sl 
’ | please, to | | 
States Phonograph They: understand | 
: | that they heve a perfect r wier their 
‘- to the United States eny phonographs | 
planks to be traced cither as origine or as so= 
i called cuplicates. understood thet and thi 
: | ued to sell ‘to the United Stat any,end the 
z | states Company today take a very lz portion of their 
a }proruct,Il think in one of the effidavits it says 80 ner 
cent of their entire product is used by the United States 
- ‘Phonograph Company, and if it be true that the United 
* C States vh Compan: kave not the right to do what 
SS EE CE ere 27 ee 
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acse eS eS nn reer niente 
°, 
# “the Edison Com- 
and 
| Phonograph Company 
y did not be- 
’ | lieve that had the right to sel 
. H to this de compeny blonks to be traced either on 
i | thé graphaphone or on 
x ik 
j ! | they would withhold the blanks { 
\ lnowi 
| ky ged in manufacturing and 
| selling blanks, originelis thet that is 
our entire lino of or them hey 
| phonosraphs and séll them acain. course 
M of business atands upon Edison 
he a: 
: 
. P the 
the Hdison Company hes 
: s to us to be used in the 
P ere know to engreve them,and as we were known to engrave 
‘ them when this settlement was made. I do not think there 
‘ hes been cny case before any Court which presents that 
attitude of affairs, I do not think there has been any 
- lcase before any Court where the defendants bousht of a 
G legulariy licensed menufne surerfiho belisvec in food faith, 
, } S 
9 
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|the license is 
\ 





were bought by 





they might not 


GRt 


employ treced blanks for duplicates; 





that is not this case; this is a case 1 


e we buy blanks 


untraced which ¢ licensed party sells to us, and which the 


licensed party understands he has the right to sell to us 


to be used @s we use them. 


Then too there is a defence 
nat.so fer as I lmow has not becn mad 
sells haps ere covered by certain 


but th 





traced blanke, 
traced, and just as the sale of a grephaphone carries 
with ig the implied right to use that graphaphone to 
3 right 


which is Judee 





recormized hy 


ssle of an 





which license 
carries with 


It wilt be 


to trace shen 
on that mechine. On the contrary the license which is 
implied from the srle of a tlank to be traced is a license 


to make such a record as that patent covers,eand if the 


patent covers records 


by @ pra 


nich can be traced by the grapha- 





phone, o- phone with an auxilliery device, then 


co-extensive. It will not do, may it 















































we 
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Ono>, to say snet clain & sound rec= 








| ord shell te extended to cover sound record 








"é other way that the 





complainant did not invent, 





then sey 





séli the blanks to be traced the defendant moy 








end he mey not trace 





| them in a vey whieh the complainant did not intend. 





are sold to be made into traced blanks end he 





weive 


every particle of that ent which stands in the 


oa 


* 


wey their beinz traceé in eny way. 








well say when he none "You shall not us 





|} it excepting to trace a record unon a blank, beeruse we 


= - — WT Kk 
|. have other for that blank record, he might just 





as well say as to say "You shell not use a blenk 
which is patented to be traced because we have other clein 


for that traced blenk". oy it please vour Honor the 





Ste: wes not established for the purpose of 





abling patentées to trip up menufacturers in that 























presentation 


Precisely 2s was said in the very learned 
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the cass (as in all others) by 





ther Hayesy 1% is the provinee ef every inventor, every 








pesentce wh to put a restriction upon the use of a 








restriction unon it and say, as 





done in the @66ton Bale case "Licensed for use once only" 
or, as might be done in this case, "Licensed to be traced 


upon a sraphephone only". It is the province of inven- 








| tors to do that; if they do not do it the sale of the 
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eles wae pes ares 
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Second, 


are doing we have a right to do. 


Third, be 
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the right to t 


everything tha 
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mentioned in that vz . Certainly the 
ich they did not invent, than 
mamifacture which they did invent. 
yr Honor in all these 
ease is sui generis. 
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that patent which prevents it beins made 

















re iaia fair opportur 
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and the complainnnt,, such as was not tf 


her tribunal. 


here en argument based 
these blenks ere vendable articles, 
subh, ond vendable to be traced, angtre have 


race them in 





way we please, becnuse 


t+ 1s contained in the patent is waived as 


seem to be unnecessary for me to go any fur 
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the question of the validity 


of this petent. 


The graphephone or phonograph industry (whichever 


} vou may choose to cell it) st: 





unon two inventions of 


; Thomas A. Rdison, 





sare the original, briliient acheive 


nents 





the revelation of the 


act that t? 





bac made inanimate things 





of ell the wonderful invention of this wonderful age, the 
one which it seems to me stands out the most. conspicuous 
l is that which contains the orisincl idea of she talking 


machine. That invention vw: 





A. Edison. The second invention 
of the talking machine is the metellic soap bleni: also 


invented by Th 





§ A. Edison. 





is the tlank which you 


ée before you. It has been lying on the table there up 
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to this time representin; some invention of Bell & Tain- 


hat however is the invention of 
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Edison end it is secondary in importance onl: to the oriri 
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nal brilliant discovery 


necizen of the invention 


made +o talk, I heve here a 








of Hell & Painter; this accemmenies the affidavit of 








Vansize in the case, Their invention consisted of 





paper backing surfaced miazture of parrafine 





Like 





or, as it is said in a reneral wey, a wa 
Xt is pliable, you can bend it a f00d deal without break 


ing it. Another form shorm in the Bell & 





inter patent 


is that in nich is dram off from a 





which a band 





reel, an‘ tt 





hes elso considerable pl 





is absolutely essential it shoulc heve this pliability in 





order. that it should accommodate itself to the reel and 








to straightening out after leovine the rebl. 


the record 
failure, and 
to make if 


vibrating tool 





was supposed, sore the consistency of this ¥ 


material, But the truth w undertook to 





use, that material with the 
and the elevations woulé be ironed dow “py the reproducing 
stylus ani the result was that it was a complete end ab- 
solute “failure, I will call vour Honor's attention +o 
just one affidavit on that point, to the testimony of 
Walter J. Knight, our last effidavit on page 64, which is 


as follows:- 
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"Walter J. Knight being duly sworn acco to law 
on his oath says I am one of the official stenographers 
of the Court of Chancery, and heve bem a Court Stcnosra- | 
pher of this state In 389 
x the phono, t 4 
ploited 
graph Cox 
cimony. 


matey 
paste 


testimor 

the chine and having 
wards transcribe 
of it, but it pyoved 
to reproduce the dicta 
it to be understood, oO abandon of | 
the machine". , | 


THE COURT? Now I know that that is practically 


















were long rolls of 
















true, because I had an office 





yhile he was making experimonts-- and I was very flea 


when he abandoned it 








it nearly 211 day long 


MR. MIYCHELE: The thing to be done was 





cover a material which vould receive the impression.and 


enough: that its elevations vould not iron 








ressions to diavhres 





That. vas the thins; to be dons, end that is 





son did in the invention of whet is knowm as the netal- 
lic sorp hlenk, and thet (exhibiting blank to the Court) 
is the blank. The Graphaphone Compan, accordinz to our 
affidavits began to pirate it as soon as Edison brought 
it out, ond the first graphaphones, if we are rightly 
informed - if our affiants are correct - thet had any 


success used those planks. The success of the grapha- 





phones stood upor lr. Edison's invention of the 


en this settlement came about a 


ou 








soap blanks 











en a a ee 
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let us look 








phonograrphic art. Thers 


1d not iron dow, which 


formerly obliterated the 


nachine 


nk which ennblad 





be. given back so 


hich 3 iT [thr 


; Bearing that in mind. for 2 moment at this patent 
What I have said applies speciall: to the Bell & Tainter 
patent. The second Tainter patent, with s | 
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i wee ys Sosa 2 tin # nays iS bd 
the sans material, is for the form of the t 





| about there is no controvers 
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} compound of 
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stylus. That patent the me 
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ney there is enother 
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wex-like material 
er ani acted upon by the 
ethod of producines a 
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or the 


by 


means 
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material is a materia. 


it is 





sxnéert lir, Vansize is mores x 


is known as the Edison Mctsilic surface or tinfoil sra- 





phaphone, than this, y reason of the metallic inpredient 
| which it contains. If sour Honor hears this case on 


final hearing 





it we expect it wil 





not an equivilant 


ent in suit. 





depends, ons is that it is the subject of a potent and 


as such is 








MR. MISCHELL: Yes,sir. 





| i of cases 





eouity, to 


Tul is not 















j vents 5 and useless anc a 
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4 i peetlane another thing 
7 | which is commercial, wseful and a success, wherever 
courts Of eouity sit, they 
é | b: . ' 
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oo ~— Ba ns see 
fa str: if Stix vow =On0Fr US pest- | 
j question until 
H 
i they were equivi- 
. | and 
am thet if thet 
‘ i | 
. | ! to 
‘| | the case, I speak of this for the purpose of sho ing 
| | your Honor thet when we come to the final hearing we do 
Hl 
expect to satisfy the Court 
| between those two materials 
| sent so your Honor, end we “ 
: | experts, vhich as I understand were not presons H 
i ease for the we shall absolutely satis? | 
e+ vhe case. alll 
h i wouLs be @ pity if the inventor of the 
i H 
5 ! phonogreyh «and the inventor of the onl: sound record { 
is capable of use om the phonograph-coul.) not seli to | 
| 
| this defendant thet phonosraph and thet sovnd record i 
i , without beings challeged by an intermediate inventor 
made @ thing that. was worthless. 
Whet .ve have to sey upon the suhject of the weita® 
ity of this Y is contained in the affidavit of ir, 
‘ VenSize Honor will cerefully read, but 
read the result to which he comes; it is i 
Jigs deposition. After referrinz to 
3 TSS Ree en one ies teint 
. ~ j 
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+o the work of other inven- 
nat it was urged in 


counsel for these defendants, 
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eallesed invention of the pate 








the case that his 


I will read one or ty 





; things which he DRE MAIOUGEEE EXNHERX On Dee 'S of his affi- 


davit, from"Le Reprel" of December 11th,1877 , ‘referring 
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will be effected on 








| which cylinder is 
| as poraffine; ths 
me by an index actust- 
ed by sich will anplify its 
H mova 
i Your Honor of course understands the line of argumsn 


jof our orponents:- The 
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Failure, t+ 
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metelligz surface 
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Me i 
| i On page 8, Mr. Vensize sives a quotation from the i 
' 
« H "Enginesring" publicetion of Lonion, of Anril,is79, 
4 \ where a Lanbrizot record é 
} 
Porm as 
| showm in ich rat esreasHn tho 
| 1 sless dar oud ing of svearine. 
bar is then fixed int honopre ae ins: 
| ppenine by means of eal cont 
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| 40 Tith: us 
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vibrations of the 
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‘ Jirection 
czivine from 1% 
the tin foil of 
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+ on the stylus 
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| would be craven by the 








hte + it in the direction of 
i] ¥ 
: of te stylus a phono similar to that produced on the 
‘ tin Toil of an ordinary phonosrarh. 
‘ i But your-Honor will read this affidavit of ir. Ve 





} he dia has never cons into cny casé. It is said that the 
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effect 
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ary more 


upon the question of the validity of this patent. We 


heve copies 





before your 








over 40 
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ave willing, 40 
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ly would facilitate 





want the hearing 





were to have ond we 
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is being carried on 





the co-operation of the Edison Company is a 
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4 i Argument of Philip Mauro, Esq., in reply. 


Your Honor has been occupied a long time already 
with this case, and has been exceedingly patient; there- 
fore I shall endeavor to make my reply exceedingly 
| brief, addressing myself to what I conceive to be the 
| propositions of the other side, rathér than to the force 
| of reasoning or the matters xkkxk upon which they are bas- 
) ed. 

Nothing could illustrate better how unsafe it would | 





be on a hearing of this kind, where the rule is that the 

















| defendant should make out 2 convincing attack upon the 
novelty and validity of the patent than to rely upon an | 


expert affidavit such as that which has been put in by | 





i i 
| Mr. Vansize, About the only thing my brother Mitchell 
| 


thought worthy of reading out of that affidavit was a se- | 





lection from an alleged French article, from a French 
newspaper, which gave a partial extract concerning the 
| formation of a record by gouging out-- and he laidtremen- i 


|  duous stress on that, putting even more than his usual 


| vehemence into it, Yet Vansize, the maker of that affi- 
| 


davit, I venture to say, never saw that French article,ani 


he never translated it; it is an alleged translation 


of sotiething he never saw, in a language he cannot read. 


i 

{ 
It was a garbled translation put into the record and cor= | 
rected afterwards by the person who put it in;but it is | 
| 

| 

| 
| 


good enough for Mr. Vansize and Mr. Mitchell; and that is 

















i why I criticise the way that expert affidavit was made up. 
i e | 
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el nse i satipainiticines 


I do not know whether the machine which “r. imight 


attempted to use sone 





re along in the Sumner of 1891 
gave a test of ‘ir. Imight, or a test of the machine, 

I don't know what happened to Tr. Knight the first time 
he ever tried to ride a bicyele, if he ever did, and I 
don't know what happened to him the first time he tried 
to operate a sewing machine,if he ever dids but I know 
that a failure of that kind to make a machine work counts 
és nothing ageuinst a hundred or a thousand, or even one 
instance of a case where it did work, It is on record 
and knovn to all the sentlemen here that the very first | 
graphaphone ever put out went to the arduous work of re- 


achines 





porting the debates of Congress and that these 





have done that work from that dey to this. 
first machinerthat ever came out of the factory(and the 
man who used it is here, he was at that time a reporter 
of debates in the House of Representatives ) mesémconnddaa) 
performed thet work with entire success. So too with 
the assertion which ‘ir. ltitchell made here today with 
regard to the wrifiesevdss of these machines ; that has 
peen simply overwhelmed with proof of machines in actual 
commercial woe and doing the ax most arduous work with 
entire success. 

But that is not the question here; it is not a ques= 
tion whether the first machine made was useful or not,it 
is a question whether the invention was Beemer, (aes whe- 


ther the patents described that invention and the cleins 
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t cover it. The invention is for the making of sound 


; records by a process of engraving. That thing was new 


by this patent, it is the method which is today in use 
i in a hundred thousand machines in the hands of a hun- 


j @red thousand persons, The idea of anyone not Imowing 





that; they know it not only from the records in this 
! f case - which, if my brother litchell had had time to read 
t 


them, he would have Imowm, but of course he hadn't time - 


| not only from that,but it is @ matter of common history, 
i! | 
|} and every well informed person knovs thet the-process of en= 
extraordinary utility. |. 
j graving sound records is aniinvention.of, “ne idea of 





in 1886, it was invented by Bell & Tainter, it is covered 











\ 
1 standing up here and bringing in en effidavit made by a 
: i hostile expert and instancinz the failure of one per- 

| 
and that patent! I am astonished at hearinr any such 7 


son to make a machine work as condeming that machine 


argument as that from zy brother “titchell. But Courts 
have had to deal with that. proportion xxx over and over 


again, The 3ell felephone as it was patented never went 


into. use. The Howe xxkxkiox telegraph es shown... in the 


patent never went into actual uses. So you may say of 


every great invention, the greater it is the sooner it 


‘ | will be displaced by more improved forms, but following { 


* the same invention. Upon that subject Judge Coxe in | 

















| | Mergenthaler Linotype Co v. Press Pub. Co.57 ¥.502,506, 





) 
h says: 
| 
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a ; 


i to an inventor the fruits of a broad inv USE 
{. the machine which first embodied it was rudimentary in 


ae oe See 
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production of the patent itself; if it was in a publica- | 





















































character and failed to do so good work as the improved 

machines made subsequently. None of the great inventions | 
could survive such a test. Ten years after the inven- \ 
tion or Howe, the machine first made by him would hardly 
have satisfied the least exacting sewing woman. The | 


Dodds & Stephenson locomotive would, only a short time 
after its construction, have been discarded as behind the 
age, even by the savages of Tasmania, The telephone of 
Bell is not the perfected telephone of commerce. The 
Morse telegraph is looked upon today as an interesting 
antique, and yet it would be an unheard of proposition \ 
to withhold from these illustrious men the credit they 
deserve because their machines were crude at first and 
were improved afterwards". 

Yet that doctrine seems to commend itself to my bro- 
ther Mitchell as worthy to be presented to your Honor in 
opposition to our request for relief. 

It is surprising how the same facts will apparently 
have in different persons minds an entirely different bear- 
| 
ing. I have been surprised at many things today,but at | 
nothing more than the use our friends on the other side 
have attempted to make of the prior litigation in this 
Court know as the New Jersey Phonograph Case. In the firgt 
place they seem to think that no defence to this patent 
would be adequate unless it appeared in a book of that 
eize(indicat ing record in Edison Phonograph case), I ques- 
tion that proposition emphatically. The Courts have begun i 
| 
to condem right end left the practice of maing up these 
monstrous records in patent cases, and particularly 
the gossip and irrelevant talk in which experts usually 
indulge under the pretence of instructing the Court. 
The Courts now prefer to have,if the defence is that 


the thing existed before and was covered by a patent/ the 


tion, the production of the publication. Then the Court 
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can usually, unless it is something involving a very 
intricate matter or a very obscure question of science, 
read the patent or publication and say whether it is there 
or not, Admitting as I do cheerfully, that all this im- 
nmense mass of matter has never been in any case since ; 
then (although it hag been open to everyone who wanted to 
put it in), the fact remains that the same defense, namely 
this engraved sound record, was not a new thing, that Edi- 
son made it, that it was in the possession of the public 
pefore the Bell & Tainter patent, and based upon Mr. Edi- 
son's work, has been in every case; and what Mr. Edison 
did :was shown by his United States patent end British amt 
patent. If there be other patents or publications they | 
show no different thing. If the thing existed one in- 


stance of it is enough to prove it, and the fact thatxkhae 





there were forty nine other instances of it in existence | 
which were not produced foes for nothing, I should say. 
The broad fact is that at the time of the invention of 
Bell & Tainter the public did not have in their possess= 
ion any sound record at all, much less did they have an. 
engraved sound record; nor did they have any means for 
making one. That is the broad fact which is a matter, as 
I say, of general knowledge and common notoriety. Then 
there is the other broad fact that this patent came out 
and gave to the public the engraving process, and the 
engraved sound record, which has been in use from that j 


day to this, and the use of which xxxasuxtankkyxspreat 
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= a 








faye “hay PACER Siiowe. Dienows 
“hose two facts clone, Dithout 





anything else, would afford very strong presumption 
| that the public sot that invention from 3ell & Tainter, 
did not 
and mo that Bell & fainter se it from the public who 
had it already. We know the public did not have it. 
That being the cass, and this record being made up for 
this Court, ir. Edison himself consented to a decree 
against him, and we went out of this ‘Wowt, not running 
away from it as Vr. litchell said, but going out of it 


i with the final decree of this Court sustaining this 





i patent, in. our favor, and a decree ich, as it cane with 
the consent of the only man on earth who ever did any- 
thing in the art before us, ought to have almost as much 


force as though it were actually made after investigation 


























by this Court itself. 





T cOuUnT: Didn't he get some consideration 


for that,I mean in settlement? 

MR. MAURO: He got a license in exchange for 
the use of inventions which he gave to us. 

TER COURT: ‘Then there we mutual concessions 
moving; to that abandonment by him? 

Mm. MAURO: There were mutual concessions, but 
the point is this:- If Mr, Mdison could have prevailed 
on thet defence,if he could have throwm out patents 
out, he would have been entire master of the situation. 
He had a patent for a tin foil record, and of course 


H that was not adequate because it was not useful; nobody 


every used it, it is not in use today. That is all he 
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ever did before us. I don't know if my brother "titchell 
really thinks those other things he spoke about were 
before us or not, but they were later. The Bell & Tainter 
stands in this way im -gaka the art. In the official 
gazette for 1895, i§ the report of the Cormissioner of 
Patents to Congress on different inventions. Under the 
head of "Phonographs" he says “The phonograph art,in- 
cluding en active line of inventions, may be said to have 
had its origin in 1877. On February 19,1878, the pat- 
ent to Rdison, No. 200,521, was issued. Probably the 
greatest advance in the art has been the cutting of the 
record on a solid body (See Patent 7o.341,214, Mey 4, 
1886, To Bell & Tainter) instead of indenting it by means 
of the vibratory style. By means of this improvenont 
permanent and accurate records are made; and the phono- 
graph is put to many practical uses to which it was not 
adapted before said improvements". 

So much for the attack on the novelty. And I wish 
to say, to condense that whole thing into a proposition, 
that it seems to me the difference between myself and my 
friendson the other side is over a proposition of law. ly 
brother Hayes stated the rule this morping thet,if they 
could show they were prepared to make a vigorous and 
sturdy defence and set up a great many things at the 


final hearing which your Honor would have to investigate,— 
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i that would be enough to defeat our application,and he 

| certainly, on that theory, made out a very excellent 
case because he showed there were a great many questions 
the defendants were prepared to raise. I differ saxtim 
with him as to the rule of law. ‘‘y view of the law is, 

} and on thet I ask your Honor to rule,that the fact that 

j there are a great many questions which the defendants are 
j prepared to raise at the final hearing is e reason why 

| those questions shovla be deferred to that final hearing 
| and the patentces should have the benefit of the adjudi- 
{ cations which have already been rendered jand xaiexigif 7 


they were not as well defended as they might have been, 


3 


f 


———— 


as to which I do not think there is eny question here, 


that was certainly not our fault. 


Now comes a proposition,and a very extraordinary one, 
advanced by my brother "litchell that we or somebody else 
\by selling a blank tablet thereby cives the purchaser of 
the tablet the right to make a sound record upon it,and 
jenae he acquires the right to make, by any means whatever, 
le sound record on that tablet. \ 
i MR. MIGCHRLL: If you do not limit him. 


IR. MAURO: And ifr. Mitchell says that is a new 


Iproposition. ‘Well it ought to be new,because I don't 


jthink anybody would advance such a proposition twice,but 


Kt is not. That proposition was advanced in the Jones 















































lease and ruled upon by Judge Crosscup,and his ruling is 


i 
ain this record, ani it was advanced in the Walcutt & Leeds 
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| ! THE COURT: What are they soing to do with them, make 


originals? ! 





» MAURO: Certainly; use them on the phonograph, 





that is the purpose for which they are used ani sold. 


' They have the right, being in the possession of a 
machine for making a sound record, and a blank for make 
; { ing one, they have the right to use that machine and 

' 

| 


that blank to make a sound record, but to say that be- 





to make 


| cause we sell blanks the public have the right 
duplicates and copy our sound records is a proposition 


i which I do not think I ought to weate eny vords on,rar- 


“. 
| ticulatly as Judse Grosscup has ruled upon it. fe says 
| that the sale of a sound record and the sale of a blank 
give the ower a right to use them for their proper pur- 
i poses, but it does not give them the right to make a du- * 


| Plicating machine and copy on that blank a sound record. 
“4 "The license implied in a sale can, by no implication, 
be made to include a license to counte>feit what other- 
wise would not be permissable. The transferance was made 
not by the normal operation of sound,but by an artificial 
} mechanism". 
| If there is any merit in that proposition we need 

| not wait for a final hearing, we can certainly dispose 

} 

} of that proposition now, and I think I have done so. 

| 

| Brother 7"itchell made another statement which I 

must attribute to his want of familiarity with all these 


“oe: proceedings. He says this case is sul generis; that in 















































C no case heretofore has the infringer had in his possession 
tt ; (20 i 
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10 
a licensed machine and dlank which he purchased from us 
or the Edison Company. 

That was exactly the Valcutt & Leeds case,and their 


sound records, when they were mede by a duplicating ma- 


quiry into this patent. 
i We have stated our position with reference to the 
\ 1 


prior art, and with reference to 





attack on the novel- 





ty of the patent; with reference to that suggestion of a | 





| 

i 

| 

I 

| 

| chine, were held to be infringements, after a full in- 
| | license sroving out of ¢ sale of blanks without restric- 
} 


tion, I say that question is not open. 





There is one other question ard that is the sffect 


' 
of the discontinuence of the suit, which was brought { | 


i l against these same defendants in 1894, aud I may say, hav- 


ins been in full charge of all that litigation,that if I rr 


could have obtained the evidence then,and had Imown at 
that time that these defendants had made duplicates of 


| records ,ve would not have delayed, anc cid not delay ef- 

| in 7 

ter we obtained that information,proceeding against them. 
: a 

laut that is of no consequence, The discontinuance of 

















that case did not edjudicate anything. “ut assume that 


Vit determined every issue between the complainant and de- 


ifendant up to thet date,it did not then give them the 


. right to do anything thereafter, it did not reach out into 
the future, It terminated only wheat was at that time in 


i" = 8 3 + 
issue between those two parties.For yeor ond a half after. 


thet suit was discontinued the opere 
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| , | sound records occurred; will anybody soberly assert,even 


{ } if it were the same kind of infringement, thet the dis- 


| “h | continuence of that suit in 1896 Ringtiatien cause of ac- | 
| tion which did not exist until the year following? j 
{ j But there is not eny attempt to dispute this assertion, 

1 wiich I have meade in my affidavits and which the quo- 

| | tations thet ‘Ir, Eayes makes from thet record bears out, 

| thet the cause of action was of a totally different kind. 

| 

| \ 


When 1 


. Fdison settled with us for his past infrigge- 


ments that of necessity terminated these suits which 


were brought ogainst persons who simply used his mater- 


ial. That is all there was in this.cese, end if the 


; 
defendants hed used duplicating machines, if they had ‘ 


imade these duplicatine : hines, as they say, et that | 





| | time, we did not know it,and if we did,it cid not make : 


any difference ,for that was not involved in that case. 


| There is not any room to question: that. 
| } One word more I wish to say with reference to the * | 


pertonpte that heave been made to belittle the force of prioy 
on this patent 
|\e3ec adjudications, ' especially that in the Waleutt & 


. Leeds case, and I want to call your Honor's attention 


| there to the extraordinary misstatements, false statements, 








ss fof ‘Ir, Tewksbury's partner Walcutt, and of his counsel 


. West. I am sorry ir. West is not here to hear me 





say it,but I am obliged to do so. Tir. West says that 
he. did not defend that case on any sround but the ques- 


o |tion-of license and he says that he did not resist? the 






E \ slcutt ¢ Leeds motion ct all - that is in the lirited 
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{ 
base. 
i @s to the defence of the Walcutt & Leeds 
litigation is that the defendants mot only had before 

1 them the entire "Hdison defence",but that they availed 
themselves of this defence not only in their proofs on 
final hearing, but also in their defence papers on 
motion for preliminary injunction. Thus, we find in the 
| suit against Waleutt & Leeds, a showin;, of alleged pricr 
patents, both United States and In-lish, elleséd prior 
publications, «nd alleged prior uses of the patented de- 
vices. Substantially ail of these alleged prior patents 
were introduced in evidence, as appeers at pares 8 ond 
9 of defendant's record, The witness Walcutt after tes- 
I titying on the license proposition testified that the 
drawings end specifications of patents, 10.341,214,co 
not disclose a practical phonograph or graphophone;-- 


made the same statement that ‘Mr. “itchell meade here,and 


perhaps ‘ir. Mitchell got it from him - that the inven- 
jtion of that patent was anticipated by the Edison tin 
foil machine showm in a certain prior nibi fication, that 
sound records could be made upon various devices and 
fmeterials, such as candles, celluloid, castile soap, : 
meerschaun, ete.,that the patents in suit were anticipatoi 
by the Reynold's patent (introduced as an exhibit) etc. 
etc, Practically the same matter of defence is disclosed 
hoy. the record in the suit genie alcutt individually. 









































_in his brief on final hearing "ir. West argued that the 
123 
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| | claims are function; (2) because 


a 


c 


ee 


| Serer 


Nex 


{ and Reynold's patent No. 287,166, @ 


i less, and (4) because the bees 


i do not infringe. x x x x, 
; 





ison patent To. 200,521, H 


snd by @ prior issue | 





or the "Scientific An 


rican," and concluded, 


"To repeat, the patent is in 





id (1) because the 
aticipated by Edison, 
, Reynolds, and the article published in the "Scientific 
| American',(3) because the machine of the patent is use- 
tt i paraffine= spread 
l on flat paper is useless and inop tive end no contri- 

pution or of practical use in the art, The defendants 















Turning now to the motion for preliminary injunc- 
tion in the suit ogeinst Valcutt & Leeds Limited, defond=- 
i; ant's @pposing papers include‘elaborate quotations,covcri 
ing nine sheets of typewritten matter, from the record 


made up in the suit 





nst the Edison Phon 





vaph Works, 


and directed to the ""dison defence", and embracing I be- 


lieve that very ticklish deposition which tir. ‘itchell 


says has never been introduced by anyone, The careless- 


ness of the statements nade here by counsel,particularly 


by my brother Mi¢thell--- 


MR. MITCHELB: Has enyone sworn that was in? Have 


you proof to the contrary of my statement? 


I have based \ 
ell my statements on the affidavit-- 
IR. MAURO: I will withdraw any suggestion that my 


jbrother ‘titchell made 2 misstatement. 


3 





Is that an argument you ere reading or a 


\statement of fact. 





.- MAURO: I will put the record itself before his 


a But I have 















































said all I intend to about the matter, 


that whole subject was gone into in that case. (Mr. Tauro 
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here handed a pemphlet to the Court) Waat I have given 
your Honor is a copy of the record of the Walcutt & Leeds 
matter. 

Through the fog, which has been raised I think we 
can see clearly one or two things:- 

That complainant is in possession of the patent whic 
describes a certuin thing of great utility and import- 

all specimens of 

ance and which is used exSen st Vena SS0; woken, except for 
a few infringersodfitt are all made under that patent. 
We can see that in every case where the patent has been 
judicially considered it has been sustained as to every 
claim that has been examined by the Court. Therefore 
complainant certainly has the right at this date, twelve 
years after the issuing of that patent, to the benefits 
of it. We can see that the defendants have not in any- 
thing that they have brought forward shown the existence 


of that invention, and the existence of an invention 


under the patent law means existence in its complete,avail-| 


ablevand,wseful form and actually in the possession of 


| the public; they have not shown that, they have not at- 


tempted to show it and it does not exist. All they have 
done is to show your Honor a large book and say, and IT 

agree with them, that. you cannot be expected to examine-- 
(now can any Court he expected to examine))-- the contents 


of that volume on an application for a preliminary in- 


junction. 


Whatvis the alternative? One of two things - Hither 


i 
the rule of law is as I have stated it or it is as my 
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15 | | 

Brother Hayes hes stated it, That I coneccive to be { 


the only auestion fair en? open in this casé, anc I 


| leave it to your ‘Honor's decision. 
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